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UNITED STATES CIRCUIT COURT OF APPEALS 
Tire SEARCHLIGHT GAS ComMPANyY v. Prest-O-LiItE COMPANY 


Seventh Circuit, April 14, 1014. 


i? 


UNFAIR COMPETITION—USE OF MARKED CONTAINERS. 
The recharging and resale of acetylene gas tanks, originally sold 
by the complainant with privileges of exchange when empty at any 
of complainant’s stations, is properly enjoined, except after complete 
and permanent obliteration of the complainant’s trade-mark. The 
covering thereof by a mere paper label is not enough to protect the 
complainant’s trade. 
Appeal from decree of the United States District Court 
for the District of Indiana in favor of complainant. Affirmed. 


Parkinson & Lane (Robert H. Parkinson, of Counsel), of 
Chicago, for appellant. 

Winter & Winter (Keyes Winter, of Counsel), of New 
York City, for appellee. 


Before BAKER, SEAMAN and Kouisaat, Circuit Judges. 


Appellant seeks a reversal or modification of the following 
decree: “That a writ of injunction be issued herein, pursuant to 
the prayer of said bill of complaint, against said defendant, 
perpetually restraining and enjoining it, its officers, agents, ser- 
vants, attorneys and employees, and all others acting in aid 
or assistance of it, or claiming or holding under or through it, 
from hereafter directly or indirectly filling or refilling, charging 
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or recharging, or procuring any person or persons, other than 
complainant, The Prest-O-Lite Company, to fill or refill, charge 
or recharge any of the said cylinders bearing the trade-mark 
‘Prest-O-Lite’ thereon, with acetylene gas and acetone, or any 
mixture whatever, and from purchasing any such tanks or hold- 
ing possession thereof for sale or exchange to the trade, and 
from selling, exchanging or in any way dealing in the said 
cylinders or gas tanks, when so filled or refilled, charged or 
recharged by the defendant or persons other than the com- 
plainant, The Prest-O-Lite Company, without, in every case, 
completely removing and permanently obliterating from the said 
cylinders or tanks the said trade-mark ‘Prest-O-Lite,’ and from 
in any way using the word ‘Prest-O-Lite’ to sell or deal in the 
said gas packages so prepared by it; and from infringing, or 
offering to infringe, or inducing others to infringe upon the 
said trade-mark ‘Prest-O-Lite,’ or the rights of said complain- 
ant in and to the trade-mark ‘Prest-O-Lite’ for illuminating gas 
in portable tanks in any way whatever.” 

Similar suits have been sustained in the Northern District 
of New York, Prest-O-Lite Co. v. Avery Lighting Co., 161 Fed., 
648; in the District of Connecticut, Prest-O-Lite Co. v. Post & 
Lester Co., 163 Fed., 63; in the Southern District of California, 
Prest-O-Lite Co. v. Bogen, 209 Fed., 915, and Prest-O-Lite Co. 
v. Searchlight Gas Co. (not reported) ; in the District of South 
Carolina, Prest-O-Lite Co. v. Jenkins (not reported); in the 
Eastern District of Pennsylvania, Prest-O-Lite Co. v. Auto 
Equipment Co. (not reported) ; and in the Southern District of 
Ohio, Prest-O-Lite Co. v. Davis, 209 Fed., 917 | Reporter, Vol. 
4, p. 91]. 


BakER, Circuit Judge, delivered the opinion of the court. 

A reading of the decree gives a general understanding of 
the purpose of the suit, but the propriety of the terms of the 
injunction can best be seen against the background of the record 
facts respecting the nature of appellee’s trade and property 
rights and the character of appellant’s trespasses. 


For use on automobiles at night appellee many years ago 
began to sell steel bottles or tanks, equipped with regulatory 
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SEARCHLIGHT GAS COMPANY V. PREST-O-LITE COMPANY 275 
outlet-valves, and containing acetylene gas dissolved in acetone. 
Empty bottles were never sold by appellee to be filled and used 
by purchasers, as thermos-bottles or lamps are filled and used. 
Appellee bought steel bottles from steel makers, just as manu- 
facturing chemists buy glass bottles from glass makers; and ap- 
pellee’s knowledge and skill, like the chemists’, were employed in 
preparing and preserving the contents. What was offered to 
users was a unitary gas-package. Upon the package was dis- 
played the trade-mark, Prest-O-Lite. And in accepting pack- 
ages so marked hundreds of thousands of users came to expect 
and rely on appellee’s skill in furnishing them a certain high 
quality and a reliable quantity of acetylene gas. 

Appellant’s acts of gathering up empty bottles so marked, 
filling them with its own mixture, and palming them off upon 
unsuspecting automobilists as appellee’s genuine gas-packages, 
were the plainest sort of infringement. Evans v. Von Laer, 
32 Fed., 153; Hostetter v. Becker, 73 Fed., 297; Hostetter v. 
Sommers, 84 Fed., 333; Pontifact v. Isenberger, 106 Fed., 499; 
Hostetter v. Martinoni, 110 Fed., 524; Von Hoboken v. Mohns, 
112 Fed., 528; General Electric Co. v. Re-New Lamp Co., 128 
Fed., 154; Coca Cola Co. v. Gay-Ola Co., Fed., 720 |Re- 
porter, Vol. 3, p. 1] ; Notasseme Hosiery Co. v. Straus, 201 Fed., 
99 |Reporter, Vol. 3, p. 87]; Prest-O-Lite Co. v. Davis, 209 
Fed., 917 [Reporter, Vol. 4, p. 91]; Eckhart v. Consolidated 
Milling Co., 72 Ill. App., 70; Barnett v. Leuchars, 13 L. T. 
(N. S.), 495; Richards v. Williamson, 30 L. T. (N. S.), 746; 
Rose v. Loftus, 38 L. T. (N. S.), 409; Thwaités v. M’Evilly, 
1 Irish Rep. (1904), 310; Wood v. Burgess, 24 Q. B. D., 162. 

Against the part of the decree that ends such piracy there 
is virtually no defense beyond certain collateral contentions 
that will be noticed after the consideration of the real merits 
of the controversy between these parties has been finished. 

But appellee has property rights beyond its strict trade- 
mark rights. A consumer of ordinary articles of trade goes 
to his local merchant for a fresh supply or has it sent to his 
home. A Chicago automobilist, starting for seashore or moun- 
tains and extending his travel into the night, may exhaust his 
supply of acetylene gas hundreds of miles from home. With 
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such contingencies in mind appellee established a system of 
service. By an expenditure of over $1,000,000 appellee enabled 
more than 600,000 users of Prest-O-Lite to get a new supply 
in every city and town and in nearly every village in our land. 
For an original Prest-O-Lite gas-package the customer paid 
$25; for each subsequent package, $2.50 and the surrender of 
the empty steel bottle. This system might be likened to a 
nation-wide circulating library, to which a customer paid $1.50 
for the first book together with the privilege of exchanging it 
for a new one for fifteen cents at any local agency. In all its 
advertisements appellee offered this service to its customers; 
and the record shows that they accepted the offer and expected 
to and did receive the service as part of what was paid for by 
the original $25. To serve 600,000 customers it was necessary 
for appellee to keep 675,000 bottles in circulation, empties com- 
ing in and charged ones going out. If an empty was unfit for 
further service, a new bottle was supplied as part of the up- 
keep cost of the system. Before an empty was permitted to go 
out again into the stream of service, valves had to be repaired 
or replaced, acetone replenished or supplied anew, and fresh 
acetylene gas put into the solvent. 

So it is apparent that something more is involved here than 
the question of rights flowing from the sale and purchase of 
original Prest-O-Lite gas-packages. That something more is an 
incorporated right that may best be called service, the right to 
serve and be served without interference from outsiders. Such 
a right, as a species of property, has been recognized and up- 
held. Board of Trade v. Christie Grain & Stock Co., 198 U.S., 
236; National Telegraph & News Co. v. Western U. Tel. Co., 
119 Fed., 294; Illinois Commission Co. v. Cleveland Tel. Co., 
119 Fed., 301; Board of Trade v. L. A. Kinsey Co., 130 Fed., 
507; and the Sperry & Hutchinson trading-stamps cases in 127 
Fed., 992, in 128 Fed., 800, 833 and 1016, and in 161 Fed., 219. 

While service is not trade in articles of commerce, and 
while trade-marks, as such, must actually be put upon articles 
of commerce or their containers, we see no reason why an in- 
tending servitor may not offer his service under an arbitrary 
name or sign as well as under his real name. And the ultimate 
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fact of importance is that in the automobile world Prest-O-Lite 
came to stand not only for the physical article but also for the 
incorporeal right to serve and be served. 


Appellant of course was at liberty to establish and conduct 
an independent and competitive system of service. If appellant 
had really desired to enter a race of competition on the merits, 
it would undoubtedy have refrained from feeding on appellee’s 
service, and would also have adopted, on the trade-mark feature 
of the case, distinctive gas-packages and unambiguous labels. 
Its fraudulent intent to prey on appellee’s system of service is 
abundantly proven. One item will sufficiently illustrate: In let- 
ters to seduce Prest-O-Lite dealers appellant suggested that there 
is “a great deal more money in it for a Searchlight dealer 
than any other, as he has the advantage of having two fields to 
work in.” And acts accorded with intent. 

This brings us to the biting part of the decree. Appellant 
“without com- 
pletely removing and permanently obliterating from the said tanks 
the said trade-mark, Prest-O-Lite.” Appellee stamps the mark 


is enjoined from recharging Prest-O-Lite tanks 


into the metal so that appellant finds great difficulty in obliterat- 
ing the mark completely and permanently, without danger of 
making the tank unusable. What appellant is principally fight- 
ing for is a modification that will permit it to recharge Prest- 
O-Lite tanks and supply them to automobilists without obliterat- 
ing appellee’s imarks, but simply by covering them over with 
its own labels. Appellant has been pasting on Prest-O-Lite 
tanks a paper label announcing that “This refilled tank contains 
acetylene gas made by the Searchlight Gas Co.” This label, 
the record proves, has not been effective to prevent deception 
of customers demanding and expecting to receive genuine Prest 
O-Lite gas-packages. The wording is ambiguous; the paster may 
come off; and if it does not, inasmuch as exchanges are fre- 
quently made at night without the driver’s getting out of the 
car, the deceived is likely to be miles away from the deceiver be- 
fore noticing the paster. But deception of appellee’s customers 
is not the point on this branch of the case. We assume that ap- 
pellant might be willing to adopt any wording we might suggest, 
to emboss it indestrubtibly upon a metal plate, and to solder or 


es 


ie 3 
; 
I 
' 
ie 
| 


ancanenanetnae rennin 


ra a 


PE IL AOD PA 


a emeiRaretCE eT 


ARETE gE — 


FARNESE TR Te OS 


ma 


TET ERNE DL eT 


LEGON Se VIM Beret 


RAE Ty 


RL A hs A 


| 


f 
. 
F 
| 4 
i 





278 THE TRADE-MARK REPORTER 


otherwise securely affix the plate to the Prest-O-Lite tank, so that 
appellee’s customers could not be deceived. But so long as ap- 
pellant, without the deception and even with the connivance of 
appellee’s customers, may by using labels or plates put Prest-O- 
Lite tanks into the Searchlight exchange service and use them 
there until acetone needs to be replenished, valves to be repaired, 
and possibly the tanks themselves to be replaced and then by 
removing the labels or plates restore the appearance of genuine 
Prest-O-Lite tanks and thereby deceive appellant into accepting 
and treating them as legitimate parts of its own exchange service, 
appellee is rightly given the protection of that part of the decree 
now under consideration. The limit was reached in permitting 
appellant under any circumstances to make over Prest-O-Lite 
tanks into Searchlight tanks; and that permission can stand only 
on condition that the alteration be complete and permanent. Ap- 
pellee is entitled to have its lifeblood saved from leeches and its 
nest from cuckoos. 

Singer Co. v. June Co., 163 U. S., 169, has no application. 
Acetylene gas-packages were patented, and the patent has ex- 
pired. Appellee had a license to make gas-packages for auto- 
mobile use, and affixed to its packages the trade-mark, Prest-O- 
Lite. At the same time the patentee made gas-packages for use 
in lighting buoys and railroad cars, and distinguished its pack- 
ages by other names or marks. We do not understand the 
Singer case to hold that at the expiration of a patent all the 
marks and names used by licensees become public property, as 
the one generic name of the patented article. In this case, fur- 
thermore, Prest-O-Lite meant more than the particular article 
made for automobile use. 

Appellant’s contention that appellee’s exchange stations are 
not in the hands of appellee’s agents but belong to dealers with 
whom appellee has made contracts that are violative of the 
Sherman law needs no discussion. Board of Trade v. L. A. Kin- 
sey Co., 130 Fed., 507; Coco Cola Co. v. Gay-Ola Co., 200 Fed., 
720 [Reporter, Vol. 3, p. 1]; Prest-O-Lite Co. v. Davis, 209 
Fed., 917 [Reporter, Vol. 4, p. 91]. 

In Commercial Acetylene Co. v. Schroeder et al., 203 Fed., 
276, the present appellee as holder of a license was a co-com- 











CLIFFORD C. CHICKERING, ET AL. V. CHICKERING, ETC. 279 


plainant with the owner of the gas-package patent in a suit 
for iniringement against Schroeder and the present appellant. 
It is true that appellant’s acts in recharging and selling Prest- 
O-Lite tanks were counted on and proven; but they were re- 
lied on by the joint complainants therein as infringements of 
the patent. Against the patent the defenses of non-infringe- 
ment and expiration of the patent were made, and these de- 
fenses were sustained by this court. To hold and assert the 
franchise to exclude others does not require the patentee to trade 
in the patented article or in any articles. Not only was no 
issue presented respecting the trade and property rights of ap- 
pellee that are relied on herein, but, as the patentee never had 
any joint interest with appellee in its sales or its system of ser- 
vice, no such issue could properly have been considered. Crom- 
well v. County of Sac, 94 U. S., 351; Walker v. Powers, 104 
U. S., 245; Waterman v. Mackenzie, 138 U. S., 252. 


The decree is affirmed. 


CLIFFORD C. CHICKERING, et al. v. CHICKERING & Sons and 
AMERICAN PIANO COMPANY. 


Seventh Circuit, April 14, 1014. 


1. UNFAIR COMPETITION—FAMILY NAME. 

Where a family name has come, by long association, to designate 
the pianos of one manufacturer, other manufacturers of that name, in 
using it upon a like article, must take pains so to use the name as 
to avoid confusion. 

FAMILY NAME—CHICKERING. 


iS 


Defendant’s, collateral members of the Chickering family, were 
properly enjoined from using the name Chickering alone or in com- 
bination, on any piano of their make, except in connection with an 
arbitrary name, followed by the words, “Made by Chickering Bros 
Chicago” in a prescribed size of type; from using the name in any 
way in advertising, except in connection with a statement that their 
pianos are not original Chickerings; from representing themselves as 
having inherited the genius of the founder of the business; and from 
representing that their pianos are the only pianos made by a Chicker- 
ing, or that they are the only Chickerings manufacturing pianos. 

3. DEFENCE—UNCLEAN HAnps. 

When a proper name has become associated with a business as 
an identifying mark thereof, an assignee of the business is justified 
in continuing the use of the name. The retention of the name of the 
original Chickering firm by complainant, on pianos and in advertising, 

after its incorporation and even after sale of the business to an en- 
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tirely distinct corporation was not fraud, to deprive the complainant 
of the right to relief. 


Knapp & Campbell and William D. McKenzie, of Chicago, 
Ill., for appellants. 
Holt, Cutting & Sidley, of Chicago, Ill., for appellees. 


3efore BAKER, SEAMAN and Mack, Circuit Judges. 
Mack, Circuit Judge, delivered the opinion of the Court. 


This court, on January 6th, 1903, affirmed the action of the 
Circuit Court in granting, on July 22, 1902, a temporary injunc- 
tion to protect the complainant, Chickering & Sons, a Massa- 
chusetts corporation, against the wrongful use of the name 
“Chickering,” in and about the manufacture and sale of pianos by 
defendants, Clifford C. and Fred W. Chickering, doing busi- 
ness in Chicago under the firm name of Chickering Brothers. 
The facts in the case, the relative rights of the parties and the 
terms of the injunction are fully stated in the opinion then ren- 
dered by Judge Jenkins, Chickering & Sons v. Chickering, 120 
Fed., 69. The legal principles there enunciated are confirmed 
by later decisions both of this and of the Supreme Court. 

Thereafter, from time to time, depositions of witnesses 
were taken. In May, 1911, by supplemental bill, the American 
Piano Company, a corporation organized to acquire the business 
of several piano companies and which, in July, 1908, had suc- 
ceeded to the entire business of Chickering & Sons except only 
the claim and cause of action involved in this suit, was made a 
co-complainant and Wallace W. Chickering, who had joined his 
brothers as a member of the firm of Chickering Brothers in 1907, 
a co-defendant. The supplemental bill set out numerous acts 
charged to be in violation both of complainant’s rights and of 
the injunctional order of 1902. Thereupon, on January 2, 1912, 
the court extended the original preliminary injunction so as to 
bind Wallace W. Chickering and to protect the co-complainant 
and in certain respects made it more specific. The case is now 
again before this court on appeal from the decree, entered after 
full hearing on April 15, 1913, in the District Court by Judge 
Kohlsaat, granting a perpetual injunction and referring the cause 
to a Master in Chancery for an account of profits. 
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This decree found that the name “Chickering,” as applied to 
pianos, had long before the beginning of these proceedings come 
to designate the pianos manufactured by the complainants and 
their predecessors ; that they had thereby acquired the exclusive 
right to manufacture and sell pianos by the designation of 
“Chickering pianos’; that the complainant, Chickering & Sons, 
is the owner of all rights in that behalf prior to July 12, 1908, 
and the complainant, American Piano Company, is such owner, 
by assignment and succession since said date; that the defend- 
ants had wrongfully marked the pianos manufactured by them 
“Chickering Brothers” in lettering similar to that used by the 
complainants until the entry of the preliminary injunction; that 
since that date and pursuant to the injunction, the style of let- 
tering had been changed, the use of a Maltese cross, found to be 
an imitation of one awarded to and used by complainants, had 
been discontinued in their advertising and stationery and the 
words “Made by Chickering Brothers, Chicago” had been sub- 
situted for “Chickering Brothers” on the fall board of the piano, 
until the order of January 2, 1912, had found these changes not 
to be a sufficient compliance with the original injunction and 
had required other changes. The court further found that the 
defendants had advertised their pianos and knowingly allowed 
them to be advertised by dealers under the name of “Chicker- 
ing Brothers Pianos” without marks or words to distinguish 
them from complainants’; that they had issued advertising mat- 
ter containing references to their relationship to the Jonas Chick- 
ering family and to the former employment of Clifford and Fred 
in the Boston factory; that these statements were calculated to 
produce confusion of defendants’ pianos with complainants’ ; 
that immediately after the death of the last male descendant of 
Jonas Chickering, defendants had marked their pianos “The 
only piano made by Chickering,” and after the preliminary in- 
junction of 1902 had forbidden this statement, they had sub- 
stituted the statement, “The only Chickerings manufacturing 
pianos”; that defendants’ acts have resulted in some actual pur- 
chases of defendants’ pianos by persons misled into supposing 
them to be the genuine Chickering pianos and in extensive con- 
fusion and uncertainty in the minds of the public as to the 
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identity and relations between the Chickering piano and defend- 
ants’ piano. 

Thereupon the court perpetually enjoined defendants sub- 
stantially as follows: 

1st. From using the word “Chickering” as the name or part 
of the name of a piano. 

2d. From placing said word “Chickering” alone or in com- 
bination as aforesaid, on any piano not manufactured by the com- 
plainants ; provided, however, that this order shall not prevent 
defendants from marking pianos of their manufacture with some 
other and different name which shall be the same for all pianos 
made by defendants, and adding thereto the words, “Made by 
Chickering Brothers, Chicago,” which words “Chickering Bro- 
thers, Chicago” shall be of the same size and style; and such let- 
ters, relatively to the letters composing the name of the piano 
as aforesaid, shall not be larger or more conspicuous than the 
letters composing the words “Chickering Brothers, Chicago,” 
as shown on the facsimile next below attached. 


THE ACOUSTIGARNDE 
MADE BY 
CHICKERING BROTHERS 


CHICAGO. 


3d, 4th and sth. From using or authorizing the use of the 
word “Chickering” verbally or in writing to the piano trade or 
piano purchasing public in reference to a piano other than com- 
plainants’ without immediately accompanying it with a statement 
or distinct indication that the piano so referred to is not the ori- 
ginal Chickering piano. 


6th. From representing that there are two kinds of Chicker- 
ing pianos of which defendants’ is one. 


7th. (a) From representing that the defendants are mem 
bers of or related to the Chickering family by whom the business 
of complainants was founded and carried on; or “the only Chick- 
erings manufacturing pianos,” or that the defendants’ pianos are 





CLIFFORD C. CHICKERING, ET AL. V. CHICKERING, ETC. 282 


“the only pianos made by a Chickering” or any words of similar 
tenor or effect. 

(b) From representing, without stating or otherwise dis- 
tinctly indicating that defendants’ pianos are not the original 
Chickering pianos, (1) that they were trained wholly or in part 
in the Chickering factory of complainants; or (2) that they have 
inherited or acquired or have in any manner become possessed 
of any portion or degree of the genius, skill or ability of the 
founder of complainants’ business and his descendants. 

8th. From all acts calculated to create in the mind of any pet- 
son of ordinary intelligence the belief or impression that the 
pianos manufactured by the defendants are Chickering pianos, 
or to create in the mind of such person confusion, doubt or un- 
certainty as to whether defendants’ pianos are or are not Chick- 
ering pianos. 

gth. From in any wise attempting to make use of the good 
will and reputation of the Chickering piano, in putting out, sell- 
ing or offering for sale any piano not made by the complainants. 

The basis of the appeal is 1st: that defendants have not 
been guilty of unfair trade; 2d: that complainants did not come 
into court with clean hands. 

ist. We deem it unnecessary to review the mass of evidence 
bearing on defendants’ wrongful acts; in our judgment, it fully 
sustains the findings of fact. While it is urged on behalf of de- 
fendants that the specific instances of confusion resulting either 
from defendants’ personal wrongdoing or that of dealers are few 
in number, extending over a long period of years, it is not con- 
troverted that both before and after this suit was begun, defend- 
ants’ acts were such as to injure complainants in the enjoyment 
of their rights and that unless restrained they would continue. 
Defendants’ main reliance, in the matter of infringement, is on 
the contention that such confusion is only the natural result of 
the exercise by them of their undoubted legal right to the use 
of their own name. Whatever confusion to the public and in- 
jury to the complainants result from a lawful use by defend- 
ants of their own name in open, fair, and legitimate competition, 
must be suffered; defendants, however, are responsible for the 
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abuse of their right, for the unlawful use even of their own name, 
for any acts of unfair competition. 

A surname is not the subject-matter of a technical trade- 
mark. This is due to the fact that it can not be a clearly dis- 
tinguishing mark on goods, inasmuch as anyone bearing the 
name has a right to use it in connection with property of his 
manufacture. It may, however, by appropriation and actual ex- 
clusive use, in course of time come to denote, in the minds of the 
public, the product of some particular person or factory or busi- 
ness and thus acquire a secondary signification. Such a second- 
ary signification, when established, is the subject-matter of ex- 
clusive right; as Judge Baker said in Hanover Star Milling 
Company v. The Allen & Wheeler Company, 208 Fed., 513 [Re- 
porter, Vol. 3, p. 521]; 

“If a dealer marks his shaving soap by the family name of ‘Wil. 
liams,’ or his ale by the name of the village of ‘Stone,’ or his starch 
by the name of the hamlet of ‘Glenfield, his application of the name 
does not create its only meaning; but if his trade creates a new mean- 
ing for the name, then he is entitled to just as full protection in the 
use of that meaning as if that were the only one. Others may use 
the common word, in its common meaning, but they can not use it in 
the particular meaning created by the complainant.” 

In this case the proof is undisputed that in the course of the 
years before this suit was begun, Chickering pianos had come 
to mean the product of the business founded in 1823 by Jonas 
Chickering. Therefore, even though the defendants can not 
properly be restrained from asserting both in advertisement and 
on their product that their piano is made by them, Chickering 
Brothers, they should be enjoined from asserting either that it 
is the “Chickering piano,” or that there are two kinds of Chick- 
ering pianos of which theirs is one, because, to paraphrase the 
language of this court in Walter Baker & Co., Ltd. v. Slack, 

130 Fed., 514, (a case cited with approval in Herring-Hall-Mar- 
vin Safe Co. v. Hall’s Safe Co., 208 U. S., 554), “In the market 
there were no two Chickering pianos, there was but one and 
that was the product of Chickering & Sons.” Jn re Crosfield & 
Sons Application, 1910, 1 Ch., 130, Fletcher Moulton, L. J. said: 


“It often occurs in trade that by continued use words get recognized 
as denoting the goods of a particular firm. These words may of them- 
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selves be unsuitable to be chosen as trade-marks but they have, in fact, 
become so. Apart from the Trade-Marks acts there would be nothing 
to prevent such words (as Yorkshire Relish or Worcester Sauce) be- 
coming trade-marks in the eye of the law and it was an obvious de- 
fect in the earlier legislation that it failed to give the benefits of regis- 
tration to such marks when they had become duly established.” 

In Registrar of Trade-Marks v. W. & G. Du Cros, Ltd., 


83 L. J. Ch., 1 (House of Lords, 1913) Lord Parker said: 


“Independent of any trade-mark legislation, whenever a person uses 
upon or in connection with his goods some mark which has become gen- 
erally known to the trade or the public as his mark and thus operates to 
distinguish his goods from the goods of other persons, he is entitled in 
equity to an injunction against the user of the same or any colorable 
imitation of the same which is in any manner calculated to deceive the 
trade or the public. Equity has never imposed any limitation on the 
kind of word entitled to this protection, but in every case it has to be 
proved that the mark has by user become in fact distinctive of the 
plaintiff's goods.” 

Under the present English trade-mark legislation, even a 
surname under exceptional circumstances and subject to certain 
rights of others having the same name, may be registered as a 
technical trade-mark. Jn re Teofani & Company's Trade-Mark, 
82 L. J. Ch., 145; affirmed 82 L,. J. Ch., 490 (1913). 

The refusal of the English courts to enjoin E. G. Stanley 
Brinsmead from using his full name on the fall board of pianos 
at the suit of the old established house of John Brinsmead & 
Sons, Ltd., 29 Times Law Rep., 237, affirmed 29 Times Law 
Rep., 706 (1913), was due to the express finding that defend- 
ant had not been guilty of wrongdoing; that the form in which 
he placed his name on the fall board was conspicuously differ- 
ent from plaintiff’s. While dealers had committed frauds in 
passing off defendant’s for plaintiff’s pianos, they had done this 
by telling deliberate falsehoods; defendant had not suggested or 
invited these wrongs by any act and therefore was not respon- 
sible for them. The court said, however: “If ‘Brinsmead’ had 
been in large characters and ‘E. G. S.’ in characters which might 
be overlooked, that would have been a dishonest use of his own 
name. Another dishonest use would be if he had so printed it as 
to imitate the writing and manner in which the plaintiffs had 
put their name on their pianos.” In other words, because that 


defendant, unlike the Chickering Brothers, had done nothing at 
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all to produce confusion or deception, except to use his own 
name in a very distinctive way, there was no occasion for the 
intervention of a court of equity to enjoin him from passing off 
his goods as those of another, and therefore, no need of de- 
termining just how much wrongful acts could be prevented with 
due regard to the rights of both parties. 

In Howe Scale Co. v. Wyckoff, Seamons & Benedict, 198 

U.S., 118, the court found that the defendant had not itself done 
anything to produce confusion except to use the name ‘‘Reming- 
ton” on its machines and in its literature. The decree enjoining 
the use of “Remington” even as part of the name Remington- 
Sholes, “denies,” as the court says, “the right to use the personal 
name rather than aims to correct an abuse of that right.” 
“The use of two distinct surnames (Remington-Sholes) clearly 
differentiated the machines of defendant from those of complain- 
ant.” . . . “And in our view defendant’s name and trade- 
mark were not intended or likely to deceive and there was noth- 
ing of substance shown in defendant’s conduct in their use 
constituting unfair competition, or calling for the imposition of 
restrictions lest actionable injury might result, as may con- 
fessedly be done in a proper case.” 

The legal principles announced in each of these cases, when 
applied to the totally different facts in the present case, far from 
sustaining defendants’ contentions as urged in their behalf, dis- 
tinctly support the decree of the District Court. See too, Royal 
Baking Powder Co. v. Royal, 122 Fed., 337; Williams Soap Co. 
v. J. B. Williams Soap Co., 193 Fed., 384 [Reporter, Vol. 2, p. 
183]; Donnell v. Safe Co., 208 U. S., 267; Elgin National 
Watch Co. v. Illinois Watch Co., 179 U. S., 665; Merriam v. 
Saalfield, 198 Fed., 369 [Reporter, Vol. 2, p. 443]; Baglin v. 
Cusenier Co., 221 U.S., 580 [ Reporter, Vol. 1, p. 147] ; Herring- 
Hall-Marvin Safe Co. v. Hall’s Safe Co., 208 U. S., 554. 

As to defendants’ responsibility: for the wrongful acts of 
dealers, the rule is well stated in Wolf Bros. & Co. v. Hamilton 
Brown Shoe Co., 206 Fed., 611, 617 [Reporter, Vol. 3, pp. 
415, 423]: 


_ “The appellee conceives that it has discharged its duty and obliga- 
tion to the appellant, and to the public, if it has used means which would 
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excuse it from the charge of having deceived its own customers. ft 
says: ‘We are not concerned with that the retailer does; we are con- 
cerned with how the Hamilton-Brown Shoe Company sells the shoes.’ 


“Such is not the law. If a manufacturer or wholesale dealer will- 
fully puts up goods in such a way that the ultimate purchaser will be 
deceived into buying the goods of another, it is no defense that he does 
not deceive and has no intention of deceiving the retailer, to whom he 
himself sells the goods. The question is whether the defendants have 
or have not knowingly put into the hands of the retail dealers the means 
of deceiving the ultimate purchaser.” 


See Moxie Co. v. Daoust, 206 Fed., 434 [Reporter, Vol. 3, 
p. 371}. 

The problem, therefore, is how best to conserve complain- 
ants’ exclusive right to the “Chickering piano,” defendants’ 
right to state that their pianos are made by Chickering Brothers 
and the public’s right to protection from confusion and decep- 
tion, 


Ordinarily when a proper name has come to acquire a 
secondary signification, the relative rights of the parties are 
adjusted by compelling those who may use the name in its 
primary sense to accompany such use by some clear and posi- 
tive statement negativing any connection between them and 
those having the exclusive right in the secondary signification 
of the name. Singer Mfg. Co. v. June Mfg. Co., 163 U. S., 
169. And so, in this case, the rights of the complainants could 
have been fully protected and deception of the public prevented 
by compelling the defendants to place, not hiddenly on the back 
or inside of the piano as they had done, but conspicuously on 
the fall board, in addition to the words “Chickering Brothers,” 
some statement indicating that the piano was not the original 
Chickering. This plan would not, however, protect defendé 
ants because, as they urge, it would be utterly impossible for 
them, as a commercial proposition, to sell their product if any 
such statement were conspicuously displayed on the fall board, 
inasmuch as a piano is designed as well for ornament as for 
use. Here, as in the Prest-O-Lite case (ante, p. 273), (see opin- 
ion of this Court handed down today), some other and more 
practical method had, therefore, to be devised. Compelling the 
defendants to adopt one name for all of their pianos, to make the 
lettering of the words “Chickering Brothers” on the fall board 
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relatively small as compared to this name, and to indicate that 
Chickering Brothers means the makers and not the piano itself 
by using the phrase ‘““Made by” accomplishes the result. 

The requirement, to which defendants strenuously object, 
that all of their product shall bear one name, was essential for 
the reason that as the piano business has developed, some one 
name, ordinarily a surname, is used by every manufacturer to 
distinguish his product; the piano becomes known to the public 
by that name. If defendants were permitted to use the word 
“Chickering” or “Chickering Brothers” on the fall board un- 
accompanied by any other name and without the usually required 
express disclaimer of connection with complainants, their piano 
would inevitably be known as the “Chickering” and the con- 
fusion with complainants’ piano would be, as it has been unavoid- 
able. The evidence in this case clearly shows that adding ‘* Made 
Brothers” for “& Sons” and “Chicago’”’ 


“eé 


By” and substituting 
for “Boston” are insufficient to prevent this. If, however, de- 
fendants were permitted to use more than one name, the several 
names would inevitably come to indicate to the public not the 
name of Chickering Brothers piano, but the names of the 
several kinds or styles or grades of the Chickering piano. These 
several styles would certainly be called “Chickering’s A, B 
or C” piano. The District Court, in our judgment, has adopted 
not only a perfectly reasonable but perhaps the only available 
method of protecting both parties in the full enjoyment of their 
respective rights and at the same time preventing confusion 
and deception of the public. 

So, too, the absolute prohibition against the statement that 
defendants “are the only Chickerings manufacturing pianos” 
or that the defendants’ “are the only pianos made by a Chicker- 
ing” or that the defendants are members of or related to the 
Chickering family, by whom the business of complainants was 
founded, was, in our judgment, essential to the protection of 
the complainants’ right. The defendants were very distant rela- 
tives of Jonas Chickering, grandsons of his brother; neither 
any of the defendants’ ancestors nor any of the common an- 
cestors of both parties had had anything to do with the piano 
business. All of the statements were but half truths; their 
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only purpose was to give rise to the false ‘inference that defend- 
ants and not complainants, were, in fact, making the original 
Chickering piano, in succession to Jonas and his sons: ‘To con- 
vey that notion would be a fraud,” Herring-Hall-Marvin Safe 
Co. v. Hall's Safe Co. (supra). 

2d. Have complainants by their acts or omissions forfeited 
the right to protection in a court of equity? The alleged grounds 
of forfeiture are: Ist. Incorporating in 1886 under the laws 
of New York, instead of Massachusetts, because the fonmer alone 
permitted the retention of the firm name “Chickering & Sons” 
without words indicating incorporation. 2d. Securing in 1901, 
after the death of the last descendant of Jonas Chickering, a 
special charter from the Massachusetts legislature, not obtainable 
under the general incorporation act, creating the Massachusetts 
corporation “Chickering & Sons” in catalogues issued after 1901, 
both before and after the sale in 1g08 to the American Piano Co, 
4th. Representing Chickering & Sons as the makers after the 
sale in 1908. 5th. Concealment by the American Piano Co. of 
its connection with the pianos sold. 

Clearly, the members of the firm of Chickering & Sons were 
guilty of no wrong to the public generally or to any individual in 
following the common practice of incorporating under the firm 
name where this is legally permissible or in exercising their 
rights as citizens of Massachusetts in obtaining a special charter, 
thereby preserving to a domestic instead of to a foreign corpora- 
tion the old established name. Whether a firm or corporation 
named Chickering & Sons made these pianos is really immaterial 
to the general public, in any event, there was no misrepresenta- 
tion. 

While “Messrs.” would probably indicate a co-partnership, 
yet it is not an uncommon and, technically, not an incorrect term 
as applied to a corporation, for, while a corporation is a legal 
entity, it is, for some purposes, only the aggregation of the 
stockholders. Moreover, as Mr. Justice Holmes said in Jacobs v. 
Beechman, 221 U. S., 263 [Reporter, Vol. 1, pp. 55, 58}. 


“These matters are small survivals from a time when they were 
literally true and are far too insignificant when taken with the total 
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character of the plaintiff's advertising to leave him a defenseless prey 
to the world.” 

So far, therefore, as the complainant Chickering & Sons is 
concerned, it has forfeited none of its rights to the injunction 
or accounting, either under the original or under the supple- 
mental bill. 


The American Piano Co., it is claimed, is in a different posi- 
tion. Although a full announcement of its purchase of and suc- 
cession to the Chickering, Knabe and other piano concerns was 
made in advertisements in the daily and financial press and 
through circulars at the time of the transactions, it is urged that 
these were merely financial advertisements intended for pros- 
pective stock buyers and piano dealers, not for the general, 
piano-purchasing public. To the answer that in newspaper ad- 
vertisements of piano sales and in circulars sent to music schools 
the true situation was fully disclosed, defendants reply that in 
some magazine advertisements and catalogues “Chickering & 
Sons” were named as the makers or the sole makers and that, 
in addition to the trade-name “Chickering” on the fall board, 
complainants retained the name “Chickering & Sons” on the 
name plate attached inside of the piano, without in any way 
indicating the change of ownership. 

The primary function of a trade-mark or trade-name is to 
indicate the origin of the goods to which it is attached ; the manu- 
facturer or dealer, not the grade or quality. A good article bear- 
ing such a mark gets a reputation for quality; in the minds of 
the public, certain goods come not only to be recognized as A’s 
goods, but also to be distinguished from other makes by their ex- 
cellence; then the trade-mark or name becomes “both a sign of 
the quality of the article and an assurance to the public that it is 
the genuine product of his manufacture.” 

In course of time, however, a trade-mark and name, be- 
cause of the nature of the article to which it is attached, may 
acquire an additional or different significance ; instead of pointing 
to the original manufacturer or his firm or corporation, the tech- 
nical legal owner of the trade right, or to the factory in which 
the goods have always been made, it may come to indicate the 
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business itself by whomsoever owned and manufactured and 
wheresoever located. 

If the personality of the original maker remains the pre- 
dominant characteristic of the trade-mark or name, any suppres- 
sion of a change in the business, any statement falsely indicating 
that he is still the manufacturer of the goods would necessarily 
be a fraud on the public and would, therefore, in such a case, 
cause a court of equity to refuse its aid to the guilty party. 
Manhattan Medicine Co. vs. Wood, 108 U. S., 218. 

If, however, “the association of the name with the article 
indicates the place, or process or quality of manufacture” (Baues 
v. Benedictine, 120 Fed., 74), if the trade-name has come to 
identify that combination of original skill and continunity in the 
process and quality of manufacture which create the good will 
of and give a stamp of individuality to the business itself, a 
court of equity will not fail to protect an assignee who affixes 
the trade-mark or name to the product of the business “although 
he gives no notice of the assignment or change of manufacturers.” 
Layton Co. v. Church & Dwight Co., 182 Fed., 24. 

In the early history of the Chickering business, the name un- 
doubtedly pointed to Jonas Chickering as the owner and maker 
of the pianos. In course of time, however, a Chickering piano 
has come to mean a product of the business founded by him. 
The proof is clear that, while the construction of the instrument, 
even oi its most important element, the scale, has from time to 
time been improved, its general relative and absolute quality of ex- 
cellence has been maintained. Despite successive changes in 
ownership and form, the Chickering business has retained its 
identity ; the sons of Jonas became his associates and then his 
successors ; others became associated with them and together they 
created the New York and Massachusetts corporations and held 
the stock therein; these associates were the founders of and are 
stockholders as well as the principal officers and directors of the 
American Piano Company; the Chickering factory is where it 
has been for over fifty years; the old manufacturing force, with 
employes in continuous service for periods in some instances ex- 
ceeding thirty years, has held fast to its old traditions and pro- 
cesses despite changes in personnel and in methods; in a word, 
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the Chickering & Sons division of the American Piano Com- 
pany is the very business that was founded over ninety years ago 
by Jonas Chickering and the “Chickering” is its piano. 

The failure to state the fact of succession in each and 
every advertisement and letter until after the answer to the sup- 
plemental bill was filed, when, by resolution of the directors of 
the American Piano Company, this practice was prescribed, and 
the continuance of the name, “Chickering & Sons” on the inside 
name plate in the piano, were, in our judgment, not designed or 
used by complainant to deceive the public and did not, in fact, 
tend toward any deception. 

\Ve conclude, therefore, that defendants have no cause for 
complaining of the decree. 

There is an apparent inconsistency, however, between the 
parts which we have marked (a) and (b-2) in the seventh para 
graph of the decree. As defendants, for the reasons heretofore 
stated, are properly prohibited from referring to their kinship 
with the Jonas Chickering family, they should also be enjoined 
not conditionally but absolutely, from making any statement 
that they or either of them have inherited or acquired or in any 
manner become possessed of any portion or degree of the genius, 
skill or ability of the founder of complainants’ business or his 
descendants. Genius, skill and ability are not transmissible to 
collateral relations. 

Inasmuch, however, as the training received in complain 
ants’ factory may have stimulated or deveioped any native genius, 
skill or ability which defendants possessed, it is not improper 
for them to refer to this, subject to the limitations imposed by 
the seventh, eighth and ninth paragraphs of the decree. 


To make the decree consistent, paragraph 7 should be recast 
so as to read as follows: 


“Seventh: From making, using, publishing, circulating or authoriz- 
ing any statement, oral, written or printed, in substance or purport that 
the defendants or either of them are members of or related to or have 
inherited or acquired from or in any manner become possessed of any 
portion or degree of the genius, skill or ability of the founder of com- 
plainants’ business or of his descendants; or that the defendants are 
‘the only Chickerings manufacturing pianos’, or that the defendants 
pianos are ‘the only pianos made by a Chickering’ or any words of 
similar tenor or effect. It is further ordered that the defendants or 
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either of them shall not make, use, publish, circulate or authorize any 
statement that they or either of them were trained wholly or in part 
in the Chickering factory of complainants, without stating or otherwise 
distinctly indicating that defendants’ pianos are not the original Chicker- 
ing planos. 

Free and fair competition with complainants, as with all 
other piano manufacturers, is open to defendants; theirs is the 
duty, however, to exercise care not to approach so near the 
boundaries of their rights as to fall into the open ditch of 
illegitimate trade. Reliance upon the intrinsic merits of an in- 
strument that shall stand in the piano world as distinctively as a 
Steinway or a Weber and an insistent struggle to profit, not from 
the confusing use of the same “Chickering” but from the reputa- 
tion and name of their own product, must hereafter be the de- 
fendants’ aim, if they would save themselves from impending 
dangers. 

The decree as recast will be affinmed. 


BritisH AMERICAN Topacco Co., Lrp. v. British AMERICAN 
CIGAR STORES Co. 


(211 Fed. Rep., 933.) 
Second Circuit, February 10, 1014. 


UNFAIR COMPETITION—CORPORATE NAMES. 

The complainant, a British corporation, a manufacturer of Tobacco 
products, which sells only to jobbers and retailers, may enjoin the use 
by a corporation engaged in the retail tobacco business of a name so 
similar to its own as to be confused therewith by the public. The 
likelihood of confusion between the products, the danger of deception 
of the public in the sale of stocks, bonds or other securities of the 
defendant company, and the fact that the expansion of complainant’s 
business into the retail field would be hindered or prevented are 
elements sufficient to sustain a cause of action for unfair competition 


Appeal from an order of the United States District Court, 
Southern District of New York, dismissing the bill of complaint 
under equity rule 29. Reversed. 


For opinion of the court below, see Reporter, Vol. 3, p. 495. 


Nicoll, Anable, Lindsay & Fuller, of New York City (De 
Lancey, Nicoll and Thomas S. Fuller, both of New York 
City, of counsel), for appellant. 
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Kearny & Dickinson, of New York City (Carroll G. Wal- 
ter, of New York City, of counsel), for appellee. 


Before LacomBE, Coxe, and Rocgrs, Circuit Judges. 


Coxe, Circuit Judge——The question presented by this appeal 
is whether or not the complaint states a cause of action. 

The complainant is a British corporation engaged in growing 
and manufacturing tobacco and dealing in tobacco, cigars, cigar- 
ettes and snuff in England, America and elsewhere. It is author- 
ized by its charter to buy, sell, grow, import and export tobacco, 
in all its forms, at wholesale and retail. It may organize or 
promote any company to deal in its products. Its business has 
existed since 1902 and has spread to all parts of the world. Its 
principal office is in London and its chief subsidiary office, since 
1903, has been in New York. Although it has the right to sell 
at retail it has refrained from doing so because of a widespread 
prejudice among retailers against wholesalers who enter the retail 
trade and thus compete with their own customers. For these 
reasons the complainant, although it has a right to do so, has not 
established a so-called chain of cigar stores or retail tobacco 
stores, as its doing so would greatly offend its customers and in- 
duce them to withdraw their trade. 

The complaint further alleges that the defendant is a cor- 
poration recently organized in New Jersey, having no connection 
with Great Britain, and no inherent right to use the words 
‘British-American”’ in choosing its name “British-American Cigar 
Stores Company.” It is alleged that the defendant has established 
a chain of cigar stores which it purposes to extend in the future 
and that its conduct has already caused great confusion and un- 
certainty in the tobacco trade and has been widely discussed in 
the trade journals inducing many interested persons to believe that 
the complainant is to engage clandestinely in the retail tobacco 
trade and is in competition with its own customers and intends 
to establish a retail business throughout this country. It is as- 
serted, further, that the widespread belief thus engendered by the 
defendant’s use of the complainant’s name has been, and will con. 
tinue to be a great injury to the complainant and will impair its 
credit and good name and will enable the defendant to secure 
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trade and credit under the belief that its stores are operated by, 
or are under the patronage of, the complainant. 

In short, without further entering into details, the contention 
of the complainant is as follows: 

First: That it has for eleven years been engaged in the 
tobacco business throughout the world and has established an en- 
viable reputation for financial responsibility and honorable deal- 
ing under the name British-A merican. 

Seconp: That the defendant arbitrarily and without righr 
has appropriated complainant’s name, which is exclusively as- 
sociated in the tobacco business with the products of the com. 
plainant. 

Tuirp: That the defendant is a New Jersey corporation 
with no business in England or anywhere else to warrant the use 
of the name British. 

FourtH: That during the year the defendant has been 
operating, the use of the name British-American has caused great 
confusion and will continue to cause confusion in the future. 

FirtH: That the purchasing public having knowledge ot 
complainant’s goods and desiring to procure them will, misled 
by the name, take the defendant’s goods instead. 

SixtH: If the defendant’s goods are inferior in quality, 
the complainant’s reputation will be seriously impaired, as the 
public will draw the inference that complainant’s output is 
deteriorating in quality. 

SEVENTH: That should the complainant at any time in the 
future desire to establish a chain of cigar stores it may find the 
field entirely occupied by the defendant. 

We can not resist the conclusion that the complaint states 
a case of unfair competition. Unfair to the complainant because 
the use of its name may induce the thoughtless purchaser, anxious 
to secure its product, to take the defendant’s instead, and unfair 
to the public because they imay be induced to purchase not only 
the defendant’s goods, but also its bonds and stocks, believing 
that they are issued by a corporation organized by or connected 
with the complainant. 


There can be no pretense that the defendant is in any way 
connected with the complainant or any other British company, 
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or that the word British is descriptive of its product, its methods 
or its incorporators. We are unable to discover any valid, or 
even a plausible, reason for its adoption unless it was ‘to ac- 
complish the objects alleged in the complaint. If the object of 
the defendant were to sell its goods and securities upon their 
merits, what possible motive could it have had in choosing a 
name which had been pre-empted in the tobacco trade for ten 
years? We can think of none. If, on the other hand, the ob- 
ject were to induce the unthinking public to believe that the 
defendant was connected with the great British-American Com- 
pany, with its boundless resources and a decade of successful 
business behind it, the defendant’s conduct was perfectly natural. 

To change the defendant’s name can injure no one, to retain 
it may mislead the public, confuse the trade and seriously injure 
the complainant’s business. When such an alternative presents 
itself, the duty of a court of equity is plain, viz., to stop the un- 
fair proceeding im limine. Ve think that the use of a name 
which is not descriptive of the defendant, which is not true 
in fact and which the defendant has no inherent right to ap- 
propriate may mislead the public in the sale of its products and 
securities and injure the business and credit of the complain- 
ant. If the defendant intends to deal fairly, it can do no harm 
to change its name; if it intends to use the name unfairly, it 
should be compelled to change it. 

The words “British-American’” may be geographical or 
political, but in this controversy they have acquired a secondary 
meaning; they have been irrevocably associated with a large 
tobacco corporation for a decade, and any other tobacco com- 
pany with the same name is sure to be associated in the public 
mind with the elder company and is sure to reap such benefits 
as accrue from such association. 

If there were any valid reason for adopting the name, or if 
the business were other than tobacco, there might be some rea- 
son for the defendant’s action, but no honest reason can be sug- 
gested for appropriating the name of the old and long established 
company. In the absence of any plausible explanation we have 
a right to assume that the reason was to secure the advantages 
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which would result from a supposed connection with the well- 
known company. 

The case of Borden’s Ice Cream Co. v. Borden’s Condensed 
Milk Co., 201 Fed., 510, 121 C. C. A., 200 [Reporter, Vol. 3, 
p. 80], can be readily distinguished on the facts, but assuming 
that it applies, we think the preponderance of authority sustains 
the conclusion we have reached. Elgin Nat. Watch Co. v. Love- 
land (C. C.) 132 Fed., 41; Cole v. American Cement Co., 130 
Fed., 703, 65 C. C. A., 105; Met. Telegraph & Telephone Co. 
v. Met. Telephone & Telegraph Co., 156 App. Div., 577, 141 
N. Y. Supp., 598 | Reporter, Vol. 3, p. 221]; Florence Mfg. Co. 


v. Dowd, 178 Fed., 73, 101 C. C. A., 565. 
The decree is reversed with costs. 


Coca-CoLa Co. v. GAy-OLA Co—Gay-OLA Co. v. Coca-CoLa Co. 
Sixth Circuit, March 13, 1014 


(211 Fed. Rep., 942.) 


1. UNFAIR CoMPETITION—SALE UNDER INJUNCTION. 

A defendant who has been enjoined because of the imitative colot- 
ing of his product, from selling it except under certain specified con- 
ditions is not entitled to sell its goods in bulk to dealers who agree 
to comply with those conditions. The complainant has a right to en- 
force compliance with the decree by the defendant. 

2. UNFAIR COMPETITION—FORM OF DECREE. 

In a decree enjoining unfair competition the court may prescribe 
a certain manner of marketing the goods, compliance with which shall 
satisfy the requirements of the decree. 

Cross appeals from decree as resettled and entered in the District 
Court of the United States, Western District of Tennessee, pursuant 
to directions of the Circuit Court of Appeals, on appeal from the 
original decree. Reporter, Vol. 3, p. 1. Decree modified. 


W. D. Thomson and Candler, Thomson & Hirsch, all ot 
Atlanta, Ga., and Lehman, Gates & Martin, of Meri- 
phis, Tenn., for Coca-Cola Co. 

Leo Goodman and Hirsh & Goodman, all of Memphis, 
Tenn., for Gay-Ola Co. 


Before WARRINGTON, KNAPPEN, and Denison, Circuin 
Judges. 


PER CurtAmM. Upon settlement of a decree in the district 
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court pursuant to our opinion in Coca-Cola Co. v. Gay-Ola Co., 
200 Fed., 720 [Reporter, Vol. 3, p. 1], the questions arising 
were so disposed of as to cause both parties to appeal. This 
makes it necessary for us to consider and apply our former 
opinion. 

The Gay-Ola Company offered two plans by which it 
thought its syrup might be kept in bulk at soda fountains, and 
there prepared in glasses and served, without too imuch danger 
that it would be palmed off for Coca-Cola. We agree with the 
district judge that neither plan would be efficient, or within the 
fair meaning of our opinion. Upon the appeal of the Gay-Ola 
Company, the action below must be affirmed. 

The Gay-Ola Company claims it should be allowed to sell 
its syrup-in bulk to bottlers in different parts of the country 
who will agree with it to put up the syrup only in such bottles 
as will cause it to reach the ultimate consumer in the form per- 
mitted by our opinion. The Coca-Cola Company insists that 
this would result in evasion of the intended restriction, since 
the bottlers could then use or sell the syrup as they pleased 
We can not see how it is possible for this syrup, carrying what 
on the record must be called the guilty color, to be sold by the 
Gay-Ola Company, so that it loses title and control, and for 
the court at the same time to retain practical power to enforce 
against the Gay-Ola Company the existing restriction upon the 
ultimate form of sale. Obviously, by establishing its own bottl 
ing work in different places, or by causing the bottling to be 
done by its agents, whose acts are its acts, it can get its product 
on the market in bottled form; if such branches or agencies are 
impracticable, and the Gay-Ola Company must either change the 
color or abandon the business, this result must be charged to 
its fraudulent inception—to a “congenital defect.”” We think 
the decree should absolutely prohibit sales by the Gay-Ola Com- 


pany unless in the form prescribed for ultimate use. 


The Gay-Ola Company presented a package which it pro- 
posed to use for its bottled product, in order to differentiate 
from the Coca-Cola bottled product ; and asked the district judge 
to approve and sanction this form by a paragraph in the decree 
He did so. The Coca-Cola Company appeals from this action, 
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and insists that the court can not, in settling a decree forbidding 
unfair competition, prescribe that certain forms may be use’, 
and will not constitute the prohibited fraud. This seems to be 
held in the Seventh Circuit Court of Appeals. Hires v. Con- 
sumers’ Co., 100 Fed., 809, 41 C. C. A., 71; Williams v. Mitchell, 
106 Fed., 168, 45 C. C. A., 265; Sterling Remedy Co. v. Sper- 
mine Med. Co., 112 Fed., 1000, 50 C. C. A., 657. We are not 
content to adopt this rule. To say that such action is not within 
the issues seems hardly accurate, because the pleading issues in 
such suits are usually general and broad enough to include all 
the specific forms of the device which have been or may be 
used. It is clear that there are cases where the problem pre- 
sented by the new form for which authority is asked will be so 
far away from the questions which the court has considered, 
and which the proofs cover, that it ought not to be solved with- 
out a new suit or a new proceeding; but there are many cases 
where the court will be as ready as it ever can be to decide such 
a question; and to refuse to do so, and compel a new suit, is un- 
necessarily to prolong uncertainty and litigation. Whether a 
given case falls within one or the other class, or whether -oppor- 
tunity for additional and summary hearing will properly take 
the case from the second class into the first, can safely be left 
to the discretion of the court. The practice condemned in the 
Seventh Circuit was followed by Judge Coxe at Circuit (Carls- 
bad v. Schultz, 78 Fed., 469, 472) ; and it seems to us equivalent 
to what we think is very common in unfair competition cases, 
i. e., providing that defendant’s publication or article shall con- 
tain, or shall be enjoined unless it does contain, a certain notice 
or label, for this amounts to saying that if it does contain the 
prescribed notice it will not violate the decree. This has been 
done (if not more generally) in the Second Circuit (Waterman 
Co. v. Modern Co. C. C. A., 197 Fed., 534, 535, 117 C. C. A., 
30) [Reporter, Vol. 2, p. 349]; in the First Circuit (Merriam 
Co. v. Ogilvie [C. C. A.], 170 Fed., 167, 168, 95 C. C. A., 423) ; 
and in this court (Merriam v. Saalfield, 198 Fed., 369, 378, 117 
C. C. A., 245) [| Reporter, Vol. 2, p. 443]. 

The question whether the court below rightly approved the 
form of bottle then presented needs no discussion. The Gay- 
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Ola Company does not now insist upon the one then authorized, 
but in open court before us presented another form, which coun- 
sel for the Coca-Cola Company accepted as satisfactory. We 
will effectuate their agreement by directing that the decree 
authorize this new form, instead of the form approved by the 
district judge. The decree below will be re-entered in the same 
form it now is, excepting that the following two paragraphs will 
be substituted for the corresponding paragraphs in the entry ap- 
pealed from. 


“It is further ordered, adjudged, and decreed that the said defendant, 
its directors, officers, servants, employés and assigns, and each and every 
one of them, be and they are hereby perpetually enjoined, restrained and 
prohibited from selling, or disposing of Gay-Ola of the same or substan- 
tially similar color to Coca-Cola, except when the same is sold by it in 
bottles, receptacles, or packages marked or labeled prominently with the 
name of the defendant’s product, and designed and intended to be so!d 
and delivered to the ultimate consumer in said original bottle, receptacle, 
or package, with said mark or label still remaining thereon. 

“It is further ordered, adjudged and decreed that the proposed bottling 
ge uge presented to the Circuit Court of Appeals upon its hearing of cases 
No. 2542 and No. 2543 does constitute a package by which the ultimate 
consumer will be fairly advised that he is not getting Coca-Co'a; and that 
the sale of Gay-Ola in such package to the ultimate consumer, or to others 
in such package for sale to the ultimate consumer, thereof, will not con 
stitute any violation of this decree. The bottling package so authorized 
is a long-necked clear-glass bottle having two complete annular ribs and 
two partially complete such ribs blown in the body of the bottle; and hav- 
ing the word ‘Gay-Ola’ in large capital letters blown in the shoulder 
thereof, and the words ‘The Improved Cola’ in the body thereof; being 
also provided with a cap or crown on which the words, ‘Gay-Ola. It’s 
Better,’ are printed in red. This package is further identified by filing 
one of the same as an exhibit in this cause, and by front and rear photo 
graphs thereof attached to this decree, and made a part thereof.” 


Neither party will recover costs against the other. 


UNITED STATES DISTRICT COURT 


BALDWIN Vv. GRIER Bros. Co. 
(210 Fed. Rep., 560.) 
Western District of Pennsylvania, Jan. 3, 1014. 


UnFAIR COMPETITION—IMITATION OF Goons. 

Miners, persons of limited intelligence, most of them aliens and 
unfamiliar with the English language, in the purchase of a miners’ 
lamp would be guided principally by the shape of the lamp. There- 
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fore, the manufacture of a lamp identical in appearance with one 
having an established trade among miners, packed in a box similar 
in ‘size, shape and appearance, and containing a circular of instructions 
copied verbatim from that accompanying the earlier lamp, is unfair 
competition. 


In equity. On motion for preliminary injunction. Granted. 


Wesley G. Carr, of Pittsburgh, Pa. and James Q. Rice, of 
New York City, for complainant 

Joseph M. Nesbit and Brown & Stewart, all of Pittsburgh, 
Pa., for defendant. 


YounG, District Judge.—This is a motion for a preliminary 
injunction. The bill filed alleges infringement of plaintiff's 
reissue patent No. 13,542, and also alleges unfair competition, 
in that the plaintiffs have established a trade in acetylene lamps 
among the coal miners of this and adjoining districts, which 
lamps are of a peculiar and distinctive forms, and are known to 
the trade as Baldwin lamps, and that said lamps, together with 
an extra carbide container and printed sheet of instructions in 
English and different foreign languages, and a needle attached 
to a tin tag for the purpose of cleaning the lamp, have all been 
put up and delivered to dealers and others in a pasteboard box, 
and that the defendant has sold and offered for sale in this and 
adjoining districts acetylene miner lamps of identically the same 
peculiar and distinctive shape as the Baldwin lamp, placing 
them in a pasteboard box of the same size and shape, in which 
is placed an extra carbide container and a needle attached to 
a tin tag and a printed sheet of instructions in English and 
different languages, identical in form and appearance with those 
used by plaintiff, and has thereby usurped the trade theretofore 
acquired by plaintiff by the expenditure of labor and money, 
and is getting the trade to which plaintiff is entitled, and has 
fraudulently deceived the persons who desired to purchase plain- 
tiff’s lamps and the public generally. The bill thus presents two 
distinct grounds for relief by injunction—infringement of plain- 
tiff’s patent and unfair competition. 

After a careful examination of plaintiff’s patent and the 
evidence tending to show infringment, we are in doubt as t> 
plaintiff’s right to relief at this time upon that ground. TI 
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question of the validity of plaintiff’s patent may well await the 
final hearing, as the patent has not yet been adjudicated. A 
final hearing under the new rules of the Supreme Court can be, 
and ought to be, reached in the near future. 


As to the other question, that of unfair competition. The 
evidence in this case convinces us that plaintiff, at the expense 
of much effort and money, established a large trade among coal 
miners for its patented lamp. This trade was established only 
by plaintiff's agents coming in contact with the individual coal 
miners who needed and used a miner’s lamp. These persons 
were largely men of limited education and of alien language and 
habits. After they became accustomed to the use of plaintiff’s 
lamp they would naturally continue the use, and this, together 
with the influence their use of it had upon associates by force 
of example, which would induce them in turn to use the same 
lamp, constituted a large and valuable trade among the miners 
of this and neighboring states. Being persons of limited intelli- 
gence, and probably of not close observation, as well as being 
unacquainted with the English language, they would depend upon 
the shape of the lamp to guide them in purchasing. The plain- 
tiff’s lamp, known as the Baldwin lamp to the trade, is of the 
hour-glass shape, and readily distinguishable thereby. The de- 
fendant’s lamp is identical in shape. It is not only identical in 
shape, but all its accessories bear such a close resemblance to 
the Baldwin lamp that it requires very careful inspection and 
examination to detect even a slight difference. It appears from 
the evidence that the ordinary purchaser would be easily de- 
ceived by the similarity of appearance of the Baldwin and 
Grier lamps, and purchase the Grier lamp believing he was pur- 
chasing the Baldwin, unless he had both lamps in view at once 
so that he could read the names upon them. The deception is 
added to when we find that the lamps are packed by the de- 
fendant in a pasteboard box resembling in size and shape the 
plaintiff's box; the only distinguishing feature being the printed 
matter on each. There is contained in the defendant’s box with 
the lamp an extra holder, the small needle on a tin tag to clean 
the lamp, with a circular in different languages to instruct the 
user. The defendant’s circular is a verbatim copy of plaintiff’s. 
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All this convinces us that the defendant was endeavoring to get 
the plaintiff’s trade. The evidence shows that the defendant did 
get the plaintiff's trade, and is now enjoying the benefit of the 
labor and money of plaintiff. The defense that the spark igniter 
attached to defendant’s lamp caused the sale of the lamp is not 
convincing. No doubt it aided the defendant in more easily 
getting the trade because it was a useful addition to the Bald- 
win lamp. The foundation, however, of the trade had been laid 
by the plaintiff for the Baldwin lamp, and, as the evidence shows, 
almost 1,000,000 of the lamps were sold. This trade thus estab- 
lished belonged to the plaintiff. 

After a careful and thorough consideration of the evi- 
dence, we are satisfied that the defendant has been guilty of un- 
fair competition, and he should be restrained until the final 
hearing of the case for that reason. 

Let an order for a preliminary injunction issue in accord- 
ance with this opinion. 


HENNESSY, ET AL. V. WINE GROWER’S ASSOCIATION. 
(212 Fed. Rep., 308.) 
Southern District of New York, March 19, 1914. 


1. Unrair CompPetTiTionN—EvipENCE—DETECTIVES. 

While the testimony of detectives is ordinarily to be regarded as 
that of interested witnesses, it is none the less the duty of the Court 
to give to it such weight as it deserves, having in view the necessity 
of relying on evidence of this nature, and considering the character 
and standing of the witnesses. 

. UnFatR COMPETITION—SALES TO DETECTIVES. 

The fact that no fraudulent sales are shown, except sales to de- 
tectives in complainant’s employ, is no answer to an application for an 
injunction. The sales show the fraudulent intent’ and purpose as 
clearly as if made to any other purchasers. 

3. UNFAIR COMPETITION—ACCOUNTING. 
Where the record shows only sales insignificant in amount, no ac 
counting should be awarded. 


to 





In equity. On final hearing. Decree for complainant. 


Adolph L. Pincoffs, of New York City, for James Hennessy 
and others. 

Kiernan & Moore, of New York City, for Alexander Oliver 
Riddel and others. 
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Theodore Larson, of New York City (George Gordon Battle 
and Adolph L. Pincoffs, both of New York City, of 
counsel), for the Hostetter Ct. 

Bandler & Haas, of New York City (Henry A. Wise and 
David Bandler, both of New York City, of counsel), 
for Wine Growers’ Ass’n. 


Hunt, Circuit Judge.—The bill charges sales by defendant 
of an article resembling in color, appearance, and flavor Hen- 
nessy Three Star brandy, the giving therewith of empty genuine 
Hennessy bottles, and the advising, counseling, suggesting, and 
assisting purchasers to place defendant’s liquor in_ plaintiffs’ 
bottles and to sell the same as genuine Hennessy brandy, all 
with intent to defraud. 

This case was tried with seven others against the same de- 
fendant brought by the proprietors of Martell brandy, Canadian 
Club whisky, Hostetter’s bitters, Gordon gin, Gilka Kummel, 
King William whisky, and Usher’s Scotch whisky. 

In 1912 the defendant had from 32 to 36 stores in Greater 
New York, and in the summer of that year detectives in the 
employ of the plaintiffs in the several actions visited 11 of these 
stores representing that they desired to purchase bulk liquors 
that could be substituted for certain brands named, including 
Hennessy Three Star brandy. Defendant’s employees, at the 
request of plaintiffs’ agents, sold the bulk goods and furnished 
therewith empty bottles with plaintiffs’ labels thereon. The 
record is volwmnious, but from the entire testimony I find that 
at one of defendant’s stores Weiler, the manager, believing that 
he was dealing with yacht clubs, fishing clubs, and stewards, sold 
goods in bulk and furnished therewith empty -bottles from time 
to time. O’Hare, one of plaintiff’s detectives, says that Ramme, 
manager of another of defendant’s stores, referred him to Weiler 
as making a practice of selling bulk goods for refilling. The 
testimony is that Weiler volunteered to furnish empty bottles, 
promised to send bottles with clean labels, and advised that a 
genuine bottle of each brand be kept on the shelf back of the 
bar that it might be opened in the presence of a customer in 
case of complaint. Weiler said, however, that he supplied the 
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trade in the neighborhood, mentioning several names, and that 
he had never had a complaint on the goods he furnished. On 
three separate occasions Weiler received and filled orders from 
plaintiffs’ detectives and delivered as many lots of empty bottles, 
each lot including a Hennessy bottle. At three other stores, 
663 Sixth avenue, 92 Lenox avenue, and 21 Columbus avenue, 
goods were sold and empty bottles delivered under circumstances 
similar to those at Weiler’s place; and at still another store, 2085 
Amsterdam avenue, bulk goods were negotiated for and bottles 
promised. 

While it is admitted that some of the liquors and bottles in 
evidence were furnished by defendant’s agents, it is denied that 
anything was said about refilling at the time the sales were 
made. But the great weight of the evidence is that defendant’s 
emyloyees who sold the goods well understood that the bulk 
goods with which they furnished empty bottles were to be used 
for refilling... The witness Schmidt, called by defendant, said 
in part: . 


By the Court: Q. You said that something was said about refilling 
Now, did you believe that he wanted wines or liquors to refill bottles? 
\. Well, yes; I did. 

Q. Well, why did you sell them to him? Did you know that you might 
get into trouble over that sort of thing? A. Why, no; I had never had 
that experience before, and they told me they were giving these goods 
away and they were trying to save expenses, and | did not think any- 
thing of it. 

Q. In your former experience, Mr. Schmidt, what had you been doing 
with your Gordon gin bottles, for instance, and Hennessy brandy bottles? 
\. Any bottles that had names in them we used to throw away. Other 
bottles, branded bottles, Black & White bottles, Port bottles or flasks 
we kept them until we got three or four crates, and then we returned 
them to headquarters, and they used them down there. 

Q. Did you not know that you ought not to take, for instance, an 
Irish whisky bottle of the brand of Jameson’s and to sell a whisky that 
looked like it for the purpose of putting it into the Irish whisky bottle? 
\. Well, I never thought of it. 

Q. I only want you to tell me exactly your own view; | just want you 
to tell me what you know and what you believe, and nothing else; that 
is all Mr. Wise wants you to tell, and that is all Mr. Battle wants you 
to tell. A. I didn’t even think of it anyway; they said they wanted—the 
way they put it to me, to save expenses. They said they were giving the 
stuff away, and I thought | could give them just as good goods. 

Q. You believed that, did you? You believed what they said to you? 
A. Yes, sir. 

Q. Mr. Wise has asked you to tell anything that you can recall. 
Wasn't that the substance of your last question? 

Mr. Wise: Yes, sir. I want you to tell the court your recollection of 








306 THE TRADE-MARK REPORTER 


whatever was said in this entire visit there, of Moore and this man 
Naughton; while those two men were in there talking with you about this 
first purchase, as they went over this list of goods, and as they went over 
this stuff, and you told them that you had such goods that were as good 
as several different brands; what was said during the conversation about 
refilling, if anything? Tell us all that you can remember. A. They 
asked if these goods were just as good as the standard brands, whether 
I thought they would pass that way, and I thought so. I thought they 
were just as good a quality. I didn’t see why not. I don’t remember just 
the exact words; it was so far back; and I can not remember any more 
about it. 

Defendant says that testimony of detectives employed to 
gather evidence is always to be regarded with suspicion, and is 
not to be relied upon in this case. Let it be accepted as generally 
true that courts should be very careful about lending their aid 
to enjoin a defendant upon a showing made by witnesses whose 
motive to obtain evidence may lead them to make false or reck- 
less or highly colored reports in favor of those employing them. 
But, on the other hand, it is the truth that is to be ascertained ; 
and, if to get at the facts which are essential to sustain an issue 
upon which valuable property rights depend, circumstances make 
it impossible to obtain evidence of disinterested persons, it none 
the less becomes the solemn duty of the court to work to a cor. 
rect finding, and in doing so to weigh all evidence no matter 
whether given by interested or disinterested witnesses. In other 
words, the courts must prevent threatened future invasion of 
rights, whether proof of past invasion comes from men in one 
calling or another. 

The present case is to be distinguished, too, from cases 
where the testimony comes solely fram persons who are profes- 
sional detectives working for large rewards only to be gathered 
in the event of success. Here there was no reward except the 
per diem paid to each, and further than that at least two im- 
portant witnesses were, when employed, students in professional 
schools and working in order to gain temporary support while 
pursuing their studies. One such is now a lawyer, another a 


physician. 


There being no proof of sales to persons other than detec- 
tives in the employ of plaintiffs, defendant urges that no injunc- 
tion should issue inasmuch as no such course of conduct has 
been proved as will show by a clear preponderance of the evi- 
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dence that there was intentional fraud. It is further contended 
that plaintiff has no cause of complaint against a defendant for 
damages resulting from an act done by defendant at the instance 
and solicitation of plaintiff's agents. As defendant’s employees 
did not know at the time that the purchasers were detectives, 
the evidence discloses their intent and purpose exactly the same 
as if the sales were made to purchasers not buying in order to 
obtain evidence against the seller. 

In Julius Kessler & Co. v. Goldstrom, 177 Fed., 392, 101 
C. C. A., 476, the Court of Appeals for the Eighth Circuit, in 
reversing a decree of the lower court, commented upon the 
argument to the effect that a sale to emissaries of the complain- 
ant did not warrant a decree for an infringement of a trade- 
mark and for an accounting, and held that, notwithstanding the 
sale to the agent of complainant, the intent of the defendant 
was disclosed exactly as if the sale had been to a real purchaser ; 
it appearing that the defendant did not know at the time that 
the purchasers were acting for complainant. The court was of 
the opinion that the motives and actions were to be judged from 
the viewpoint of the understanding of the facts by the defend- 
ant who sold the goods. 

It is not necessary to prove a course of business in order to 
warrant an injunction. I do not think that it is incumbent upon 
the plaintiff to establish a habit by showing very many sales; it 
is enough that plaintiff has established several sales from which 
must be deduced the fact that defendant was willing to make fur- 
ther sales, and that in several of the stores owned by defendant 
its agents were ready to make sales is clearly established. Gor- 
ham Mfg. Co. v. Schmidt (D. C.), 196 Fed., 955 [ Reporter, 
Vol. 2, p. 230]; Julius Kessler & Co. v. Goldstrom, 177 Fed., 
392, 101 C. C. A., 476; A. B. Dick Co. v. Henry (C. C.), 149 
Fed., 424; Badische Anilin, etc., v. Klipstein (C. C.), 125 Fed., 
543, 556; Samuel & Co. v. Hostetter, 118 Fed., 257, 55 C. C. A., 
111; Chicago P. T. Co. v. Phila. P. T. Co. (C. C.), 118 Fed., 852; 
Hostetter Co. v. Conron (C. C.), 111 Fed., 737; Hostetter Co. 
v. Schneider (C. C.), 107 Fed., 705; Hostetter Co. v. Sommers 
(C. C.), 84 Fed., 333; Hostetter Co. v. Becker (C. C.), 73 Fed., 
297 ; Hostetter Co. v. Brueggeman (C. C.), 46 Fed., 188. 
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Injunction should therefore issue to stop defendant from 
continuing the practice it has indulged in. I do not find, how- 
ever, that any accounting should be granted, for upon the testi- 
mony in the record the damage has been too insignificant to war- 
rant a decree for an accounting. 

Decree for plaintiff, together with cost. 


JENKINS Bros. v. KELLY & JONES COMPANY. 
(212 Fed. Rep., 328.) 


Western District of Pennsylvania, February 21, 1914. 


1. UNFAIR COMPETITION—NAME OF PATENTED ARTICLE. 

When a patented article is sold, during the lifetime of the patent, 
under the name of the patentee, that name becomes the generic desig- 
nation of the article and any person, after the expiration of the pat- 
ent, has a right to use the name on a. like article of his manufacture. 
NAME OF PATENTED ARTICLE—RIGHT To UsE. 

The right of a manufacturer to use the name of a formerly patented 
article is subject to the limitation that he must so use it as to avoid 
confusion of his goods with those of the first user of the name. 

3. LACHES—BaAR To DAMAGES AND Costs. 

An offer by defendant to take certain precautions to distinguish 
his goods from those of complainant, which offer was rejected by 
complainant and not carried out by defendant, held to bar the re- 
covery of damages and costs by complainant, who had delayed ten 
years after such offer before bringing suit, though complainant 1s 
entitled to an injunction. 


LS) 


In equity. On final hearing. Decree for complainants. 


Macleod, Calver, Copeland & Dike, of Boston, Mass., for 
complainants. 
Kay & Totten, of Pittsburgh, Pa., for defendant. 


Orr, District Judge-——The bill in this case charges the de- 
fendant with infringement of the trade-name of the complainant 
and with unfair competition in business by selling valves which 
are so marked as to cause the public to believe that they are 
the complainant’s valves. 


About 1865 Edward Jenkins engaged in the business of sell- 
ing valves and manufacturing packing for valves. In 1868 he 
obtained a patent for a glove valve. He had other patents for 
valves and for the disc or packing to be used inside valves. He 
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gave special attention to the manufacture of the discs or packing 
to be used in the valves protected by his patents. The valves he 
caused and permitted others to manufacture for him. He con- 
tinued in this business alone for a short time, when he took into 
partnership one of his sons. He died in 1872, after which his 
surviving partner associated with him another son of the in- 
ventor, and they carried on the business in the firm name and 
style of Jenkins Bros. until about the year 1906, when the busi- 
ness was incorporated under the name of Jenkins Bros. This 
corporation has continued the business to date, and is the plain- 
tiff in this suit. 

That the valves covered by the Jenkins patent of 1868 were 
manufactured by others for the owners of the patent appears 
throughout the testimony, but especially in a circular to the trade 
issued by the partnership in 1877. That circular names 12 dif- 
ferent firms or corporations which were manufacturing the 
Jenkins patent valve. The valve became known generally during 
the life of the patent as the Jenkins valve. This is a fact not 
seriously controverted by the plaintiff. 

Without reference to the original patent of 1868, the nature 
of the Jenkins valve is shown by the following quotation from 
the specification of United States patent No. 362,630, issued May 
10, 1887, to Charles Jenkins, one of the firm of Jenkins Bros. : 

“The invention relates to the class of valves known as the Jenkins 
valve, or that class employing a removable disc or ring of packing or 
other material as a valve seat.” 

It does not appear that the valves during the life of the 
patent were marked in any way to indicate their origin. After 
the expiration of the patent on the valve, other manufacturers 
than those theretofore recognized by Jenkins Bros., began to 
manufacture the valve and advertised it for sale as the Jenkins 
valve. The predecessors of the plaintiff and the plaintiff have 
endeavored to protect the business which had grown up during 
the life of the patent, not only by advertising their successorship 
to the original patentee, but by the adoption of one or more 
trade-marks, which, however, need not be specially considered 
in this case. Their business has grown steadily in spite of com- 
petition. 
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Injunction should therefore issue to stop defendant from 
continuing the practice it has indulged in. 1 do not find, how- 
ever, that any accounting should be granted, for upon the testi- 
mony in the record the damage has been too insignificant to war- 
rant a decree for an accounting. 

Decree for plaintiff, together with cost. 


JENKINS Bros. v. KELLY & JONES COMPANY. 
(212 Fed. Rep., 328.) 


Western District of Pennsylvania, February 21, 1914. 


1. UNFAIR COMPETITION—NAME OF PATENTED ARTICLE. 

When a patented article is sold, during the lifetime of the patent, 
under the name of the patentee, that name becomes the generic desig- 
nation of the article and any person, after the expiration of the pat- 
ent, has a right to use the name on a. like article of his manufacture. 

. NAME OF PaTENTED ArTICLE—RIGHT To Use. 

The right of a manufacturer to use the name of a formerly patented 
article is subject to the limitation that he must so use it as to avoid 
confusion of his goods with those of the first user of the name. 

3. LACHES—Bar To DAMAGES AND Costs. 

An offer by defendant to take certain precautions to distinguish 
his goods from those of complainant, which offer was rejected by 
complainant and not carried out by defendant, held to bar the re- 
covery of damages and costs by complainant, who had delayed ten 
years after such offer before bringing suit, though complainant is 
entitled to an injunction. 


to 


In equity. On final hearing. Decree for complainants. 


Macleod, Calver, Copeland & Dike, of Boston, Mass., for 
complainants. 
Kay & Totten, of Pittsburgh, Pa., for defendant. 


Orr, District Judge——The bill in this case charges the de- 
fendant with infringement of the trade-name of the complainant 
and with unfair competition in business by selling valves which 
are so marked as to cause the public to believe that they are 
the complainant’s valves. ° 

About 1865 Edward Jenkins engaged in the business of sell- 
ing valves and manufacturing packing for valves. In 1868 he 
obtained a patent for a glove valve. He had other patents for 
valves and for the disc or packing to be used inside valves. He 
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gave special attention to the manufacture of the discs or packing 
to be used in the valves protected by his patents. The valves he 
caused and permitted others to manufacture for him. He con- 
tinued in this business alone for a short time, when he took into 
partnership one of his sons. He died in 1872, after which his 
surviving partner associated with him another son of the in- 
ventor, and they carried on the business in the firm name and 
style of Jenkins Bros. until about the year 1906, when the busi- 
ness was incorporated under the name of Jenkins Bros. This 
corporation has continued the business to date, and is the plain- 
tiff in this suit. 

That the valves covered by the Jenkins patent of 1868 were 
manufactured by others for the owners of the patent appears 
throughout the testimony, but especially in a circular to the trade 
issued by the partnership in 1877. That circular names 12 dif- 
ferent firms or corporations which were manufacturing the 
Jenkins patent valve. The valve became known generally during 
the life of the patent as the Jenkins valve. This is a fact not 
seriously controverted by the plaintiff. 

Without reference to the original patent of 1868, the nature 
of the Jenkins valve is shown by the following quotation from 
the specification of United States patent No. 362,630, issued May 
10, 1887, to Charles Jenkins, one of the firm of Jenkins Bros. : 


“The invention relates to the class of valves known as the Jenkins 
valve, or that class employing a removable disc or ring of packing or 
other material as a valve seat.” 


It does not appear that the valves during the life of the 
patent were marked in any way to indicate their origin. After 
the expiration of the patent on the valve, other manufacturers 
than those theretofore recognized by Jenkins Bros., began to 
manufacture the valve and advertised it for sale as the Jenkins 
valve. The predecessors of the plaintiff and the plaintiff have 
endeavored to protect the business which had grown up during 
the life of the patent, not only by advertising their successorship 
to the original patentee, but by the adoption of one or more 
trade-marks, which, however, need not be specially considered 
in this case. Their business has grown steadily in spite of com- 
petition. 
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Among those who began the manufacture and sale of the 
valve originally covered by the patent to Jenkins is the defend- 
ant and its predecessor, the partnership of Kelly & Jones. The 
defendant is a large manufacturer of fittings of various kinds, in- 
cluding valves. Defendant and its predecessors, for twelve 
years past at least, have been manufacturing the valve originally 
protected by the patent, and have advertised it in their catalogues 
and sold it to the trade throughout the United States as tlre 
Jenkins valve. Some of such valves made by the defendant have 
upon them no indication that they are the Jenkins valve. In 
other words, the word “Jenkins” does not appear, but there is 
upon one side of the globe of the valve the monogram, “K-],” 


and on the other side of the globe “Standard Valve.” The de- 
fendant, however, has made many of the Jenkins valves, and is 
now making and selling them, having on one side of the globe 
of such valve, “Standard Jenkins Valve” in circular lettering 
around the monogram, “K-J,’ and on the other side of the 
globe of the valve in circular lettering the words, “Made by 
Kelly-Jones Co.” surrounding the monogram, “K-J.” 

The business of the defendant in the selling of the valves so 
marked has been quite large, and is increasing. The plaintiff 
avers and has offered testimony tending to prove that the valves 
made by the defendant and marked by it as last described have 
not only a tendency to confuse the trade with respect to the 
source from which the valves come, but have actually deceived 
the trade to an extent which has been the cause of great pe- 
cuniary loss to the plaintiff. The court is not satisfied from the 
evidence that there was any actual deception intended by the 
defendant or by the jobbers in the specific instances which are 
the subject of the testimony. The request made of a jobber for 
a Jenkins valve might be complied with by the delivery of a valve 
of the Jenkins type. The person who made the request might 
have supposed, and probably did suppose, in many of the cases, 
that the term “Jenkins” indicated the manufacturer and not the 
special type of valve. It is natural that persons should be in- 
attentive to the source from which the article they desire comes, 
There are people who believe that the Corliss engine is made 
by only one manufacturer, and there are people who would be- 
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lieve that Babbitt’s metal was still under the control of the dis- 
coverer or his family. The proof of actual deception is not suff- 
cient in this case to lead the court to the belief that the plain- 
tiff has been substantially injured by any deception of the pub- 
lic. So far as the defendant has advertised or catalogued the 
valves, the source of their production is made plain, yet the 
court must find as a fact that some people are liable to be de- 
ceived in the purchase of the valves of the defendant because 
the lettering indicating the source of manufacture is on the op- 
posite side of the globe of the valve, and therefore separated 
from the description of the valve itself. 

In 1901 correspondence took place between the plaintiff and 
the defendant through their solicitors, in which the plaintiff 
complained of the marking of the valves specially with the word 
Jenkins thereon. The defendant in that correspondence asserted 
the right of the defendant to use the word “Jenkins” on the 


valve, and on January 28, 1901, stated that the defendant was 


“ready to mark the Jenkins valves hereafter made by them as follows: 
Placing the mark on one or both sides of the valve, ‘Jenkins valve made 
by the Kelly & Jones Co.” 


To this proposition the plaintiff never agreed and in the let- 
ter to the defendant’s counsel of April 26, 1901, they said: 


“The change in the stamping of the Kelly & Jones valve which you 
suggested in your letter of January 28th your clients were willing to make 
has been considered by my clients and by me. While we appreciate your 
and their efforts to meet our wishes, we are obliged to say that the trade 
would still mistake the Kelly & Jones valve for the Jenkins. This belief 
has been strengthened by actual cases of such error on the part of Jen- 
kins Brothers’ customers, the Kelly & Jones valve with the Jenkins mark 
having been sold to them and received by them as genuine Jenkins 
valves.” 


There is no sufficient excuse offered by the plaintiff for its 
delay in filing the present bill. From the date of the above 
correspondence, and the ascertainment of the facts stated in the 


last sentence quoted from the letter, ten years were allowed to 
elapse before the bill was filed. 


Evidence was offered on the part of the plaintiff to show 
that the valves manufactured by the defendant were inferior 
to those of the plaintiff. We can not find that fact from the 
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evidence. There is no substantial difference in the qualities of 
the valves. Each will answer equally well the purposes for 
which they are intended, and that is specially to resist a maximum 
of pressure. 

From the foregoing facts, the following conclusions must be 
reached. 

The defendant, after the expiration of the patent, had a 
right to manufacture valves such as had been protected by the 
patent, and to call them Jenkins valves, because during the exist- 
ence of the monopoly secured by the patent the name had become 
so associated with the patented article that it became the generic 
designation of the particular class of valve. See Singer Mfg. Co. 
v. June Mfg. Co., 163 U. S., 169, 16 Sup. Ct., 1002, 41 L. Ed., 
118. No other authority is necessary on this point. 

The defendant having acquired the right to manufacture and 
sell valves as Jenkins valves was required in equity and good 
conscience to indicate the source.from which they came. No other 
authority is necessary than the case of Singer Mfg. Co. v. June 
Mfg. Co., supra. 

The defendant, however, must not only indicate the source 
from which they came, but must indicate it in such a way as 
to prevent the public from being imposed upon. While equity 
shouid not lend its aid to the extension of the monopoly granted 
to the inventor under the patent laws by preventing the use, after 
the expiration of the patent, of the generic term by which the 
patented artitle was designated, equity should not, on the other 
hand, permit a manufacturer to manufacture such article, after 
the expiration of the patent, to the detriment of the persons 
carrying on business in proper succession to the one originally 
possessed of the monopoly. We believe that it is the duty of a 
manufacturer, availing himself of the privilege of manufactur- 
ing a patented article after the expiration of the patent to de- 
clare thereon in no unmistakable terms the source from which 
it comes. In the case at bar, the defendant has placed upon the 
valves a statement as to their source, but it can not be said that 
such statement is in unmistakable terms, because the language of 
that statement is not immediately connected with the language in 
which the valve is described. The description, being on one 
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side of the valve, might be seen by one who did not turn it over 


in order to see the statement of its source. The valve, if set in 
position in connection with a system of steam or water distribu- 
tion, would be so placed that it could not be turned by one ob- 
serving it, and the description might be seen by reason of the 
valve’s location, when the source from which it came could not 
be learned. The defendant, therefore, was guilty of unfair com- 
petition in the respect only that the source from which the valve 
came was not immediately coupled with the description of it. 
The defendant should be restrained, not from the use of the term 
“Jenkins valve,” or the “Standard Jenkins Valve,” but from 
the use of such terms except in immediate connection with 
language indicating the source from which the valves come. 

That the defendant was willing to mark the Jenkins valves 
made by it in a proper way was a fact of which the plaintiff had 
knowledge in January, 1901. The plaintiff was not satisfied 
with that, although, as we have seen, that was all that could 
be required of the defendant. The plaintiff insisted that the 
word “Jenkins” should not be used, which, as we have seen, the 
defendant was entitled to use in a proper way. The plaintiff, 
therefore, in 1901, could have had all the relief to which it is now 
entitled, without litigation. No complaint appears to have been 
made that the defendant did not immediately couple the words 
of description with words indicating the origin of the valve. The 
absence of complaint of this fact during the period of years from 
that date down to the filing of the bill should operate to relieve 
the defendant from liability for damages resulting from an act of 
which the plaintiff did not complain, while complaining of an- 
other act. The plaintiff in equity and good conscience should 
have spoken of the wrong done to it, if any, by the marking of 
the valves in such way that the source of origin and the descrip- 
tion of the valves were not immediately connected. The defend- 
ant could well believe that the name “Jenkins” only was unac- 
ceptable to the plaintiff. It would not be right, therefore, that 
the plaintiff should be awarded damages for the act of the de- 
fendant in the past in marking the valves as they have been 
marked. 


The laches and delay of the plaintiff can operate against it 
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evidence. There is no substantial difference in the qualities of 
the valves. Each will answer equally well the purposes for 
which they are intended, and that is specially to resist a maximum 
of pressure. 

From the foregoing facts, the following conclusions must be 
reached. 

The defendant, after the expiration of the patent, had a 
right to manufacture valves such as had been protected by the 
patent, and to call them Jenkins valves, because during the exist- 
ence of the monopoly secured by the patent the name had become 
so associated with the patented article that it became the generic 
designation of the particular class of valve. See Singer Mfg. Co. 
v. June Mfg. Co., 163 U. S., 169, 16 Sup. Ct., 1002, 41 L. Ed., 
118. No other authority is necessary on this point. 

The defendant having acquired the right to manufacture and 
sell valves as Jenkins valves was required in equity and good 
conscience to indicate the source.from which they came. No other 
authority is necessary than the case of Singer Mfg. Co. v. June 
Mfg. Co., supra. 

The defendant, however, must not only indicate the source 
from which they came, but must indicate it in such a way as 
to prevent the public from being imposed upon. While equity 
shouid not lend its aid to the extension of the monopoly granted 
to the inventor under the patent laws by preventing the use, after 
the expiration of the patent, of the generic term by which the 
patented artitle was designated, equity should not, on the other 
hand, permit a manufacturer to manufacture such article, after 
the expiration of the patent, to the detriment of the persons 
carrying on business in proper succession to the one originally 
possessed of the monopoly. We believe that it is the duty of a 
manufacturer, availing himself of the privilege of manufactur- 
ing a patented article after the expiration of the patent to de- 
clare thereon in no unmistakable terms the source from which 
it comes. In the case at bar, the defendant has placed upon the 
valves a statement as to their source, but it can not be said that 
such statement is in unmistakable terms, because the language of 
that statement is not immediately connected with the language in 
which the valve is described. The description, being on one 
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side of the valve, might be seen by one who did not turn it over 
in order to see the statement of its source. The valve, if set in 
position in connection with a system of steam or water distribu- 
tion, would be so placed that it could not be turned by one ob- 
serving it, and the description might be seen by reason of the 
valve’s location, when the source from which it came could not 
be learned. The defendant, therefore, was guilty of unfair com- 
petition in the respect only that the source from which the valve 
came was not immediately coupled with the description of it. 
The defendant should be restrained, not from the use of the term 
“Jenkins valve,” or the “Standard Jenkins Valve,” but from 
the use of such terms except in immediate connection with 
language indicating the source from which the valves come. 

That the defendant was willing to mark the Jenkins valves 
made by it in a proper way was a fact of which the plaintiff had 
knowledge in January, 1901. The plaintiff was not satisfied 
with that, although, as we have seen, that was all that could 
be required of the defendant. The plaintiff insisted that the 
word “Jenkins” should not be used, which, as we have seen, the 
defendant was entitled to use in a proper way. The plaintiff, 
therefore, in 1g01, could have had all the relief to which it is now 
entitled, without litigation. No complaint appears to have been 
made that the defendant did not immediately couple the words 
of description with words indicating the origin of the valve. The 
absence of complaint of this fact during the period of years from 
that date down to the filing of the bill should operate to relieve 
the defendant from liability for damages resulting from an act of 
which the plaintiff did not complain, while complaining of an- 
other act. The plaintiff in equity and good conscience should 
have spoken of the wrong done to it, if any, by the marking of 
the valves in such way that the source of origin and the descrip- 
tion of the valves were not immediately connected. The defend- 
ant could well believe that the name “Jenkins” only was unac- 
ceptable to the plaintiff. It would not be right, therefore, that 
the plaintiff should be awarded damages for the act of the de- 
fendant in the past in marking the valves as they have been 
marked. 


The laches and delay of the plaintiff can operate against it 
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no further than this. For improper marking in the future, or for 
the sale of goods already improperly marked, the plaintiff may be 
damaged, and if such acts are done or permitted by the defend- 
ant, the plaintiff may have its remedy in the future for any 
breach of the injunction which will follow this opinion. 

Inasmuch as the plaintiff in 1901 declined to accept from the 
defendant the proposition to mark defendant’s valves on one 
or both sides, “Jenkins Valve, made by the Kelly & Jones Co.,” 
which under the law the defendant was entitled to place upon 
its valves, and inasmuch as the plaintiff has no other or further 
relief by this extended litigation, other than such as it refused 
to accept in 1901, the court is of the opinion that it is not en- 
titled to recover full costs in this case; and, inasmuch as it ap- 
pears from the correspondence that while defendant proposed 
to mark its valves in a proper way, thereby indicating that that 
way was more in accord with good conscience than the way in 
which it had been marking them and continued to mark them, that 
is, by separating the words of description from the words of 
source, the defendant should not be relieved of all liability in 
this case, and should therefore pay a part of the costs. The 
court is of the opinion that each party should pay its own costs 
in this behalf expended. 

A writ of injunction shall issue restraining the defendant, 
its officers, agents, and employés, from manufacturing any 
Jenkins valves (and from selling such valves so manufactured by 
them) upon which appears a description of the manufactured 
article in that name, without words of equal prominence, immedi- 
ately connected with such description, indicating that they have 
been manufactured by the defendant; each party to pay its 
own costs. 
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(84 Miscellaneous Rep., 478.) 
Special Term, Erie County, March, 1914. 


1. Famity NAME—RzcGuT to Uss. 

While every naan has the right to use his own name in business, 
he must so use it as not to interfere with the established business of 
another conducted under that name, nor cause his goods to be mis- 
taken for those of the earlier firm. 

Faminy NAME—INJUNCTION. 

A corporation which succeeded by due assignments to the busi- 
ness and trade-name of defendant's father, the defendant having joined 
as a partner in the transfer of the business, is entitled to injunction to 
restrain the defendant’s use of the name “Chas. F. Kurtzmann” in the 
marking of pianos made for him. 


to 


In equity. On final hearing. 


Rogers, Locke & Babcock (Charles B. Sears, Ansley W. 
Sawyer, of counsel), for plaintiff. 
Shire & Jellinek (Vernon Cole, of counsel), for defendant. 


BissELL, J—This action has been brought by the plaintiff 
to permanently enjoin and restrain the defendant, among other 
things, from manufacturing, selling, offering for sale or plac- 
ing upon the market pianos, by or under the name “Kurtzmann,” 
or any name or designation of which the word “Kurtzmann” 
forms a part. 

In 1848 Christian Kurtzmann began the manufacture and 
sale of pianos in Buffalo, N. Y., and the “Kurtzmann” piano 
gained a wide reputation for excellence. The trade-name 
“Kurtzmann” as applied to the manufacture and sale of pianos 
has become a trade-name of great value. 

The plaintiff is a corporation which was organized in 1901 
and has succeeded by proper and legal transfers to all of the 
property, assets and good-will, including the trade-name of 
“Kurtzman” acquired from the executor of Christian Kurtz- 
mann by the copartnership first existing under the firm name of 
“C. Kurtzmann” and then of “C. Kurtzmann & Company.” 


The trade-name “Kurtzmann” has been built up not only 
through the skill and efforts of the original manufacturer, but 
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also through the skill and efforts of his successors in interest, 
and the plaintiff has expended large sums of money and devoted 
its efforts to advertising and further extending its business in 
the manufacture and sale of the “Kurtzmann”’ pianos. 

The pianos and player pianos manufactured by the plaintiff 
and its predecessors are well and favorably known to the trade, 
and to the general public, as the “Kurtzmann” piano. ‘They are 
conspicuously marked upon the fall-board with the name “C. 
Kurtzmann & Co.” and the same name is cast in the iron plate 
inside the outer case of the piano. The player pianos are simi- 
larly marked. 

The defendant is a son of Christian Kurtzmann and learned 
the piano trade through association with his father, and after 
his father’s death, as a member for a brief time of the firm of 
“C. Kurtzmann” from which he retired in 1887, executing an 
agreement whereby he sold and transferred, for a valuable con- 
sideration all of his interest in “the stock, property, name, ac- 
counts and all other property of said firm of whatsoever kind, 
name or nature,” further agreeing that he would not “hinder, 
molest or injure the said parties of the second part in the carrying 
on of said business, or in any way interfere with them.” Since 
that time he has had no connection with the business of chat 
firm or that of any of its successors. He has not been engaged in 
the manufacture of pianos but has been a dealer in pianos manu- 
factured by others. The pianos sold by him were until four 
or five years ago marked “Manufactured by ———— for Chas. F 
Kurtzmann.”” Some of them in the early days when the sale: 
were few bore the mark “C. F. Kurtzmann” or “Chas. F. Kurtz- 
mann,’ without stating the name of the actual manufacturer. 
Within the last few years he has offered for sale pianos bearing 
the name “Chas. F. Kurtzmann” which have been manufactured 
for him by Lindemann & Co. of New York City. These pianos 
are conspicuously marked upon the fall-board with the name 
“Chas. F. Kurtzmann,” and this name is also cast in the iron 
plate inside the outer case. The player pianos offered for sale 
by him are similarly marked. More recently he has undertaken 
an active campaign throughout the country for the sale of 


pianos bearing his name, and has advertised his business under 
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the style of “The Original Kurtzmann.” On the letter head and 
envelopes used in his business is printed: 


“The Original 
“CHas. F. KurtZMANN PIANOS AND PLAYER-PIANOS 
“630 Main Street 
“Buffalo, N. Y.” 


In the year 1913, he issued and distributed a catalog con- 

taining pictures of pianos bearing upon the fall-board the name 
“Chas. F. Kurtzmann, Buffalo, N. Y.,” and containing mislead- 
ing statements as follows: } 
“By this catalog an attempt will be made to briefly describe 
and illustrate the pianos and player-pianos manufactured by and 
under the personal supervision of Chas. F. Kurtzmann. These in- 
struments are produced in a factory which is one of the best 
equipped in America. * * * 

“It is the purpose of the maker to at all times give the pub- 
lic the very best possible value.” 

The fact was not disputed on the trial that the defendant 
has not manufactured a single piano since he retired from the 
firm of “C. Kurtzmann” in 1887, and by his own testimony he 
concedes that the pianos sold by him and marked with his name 
were manufactured by Lindemann & Co. of New York. The rep- 
resentations made in the defendant’s catalog must therefore be 
characterized as fraudulent representations intended to deceive 
the public. 

Proof was made on the trial that purchases of pianos have 
been made of the defendant by persons who were misled, and 
believed that they were purchasing the “Kurtzmann” piano manu- 
factured by the plaintiff. 

Plaintiff claims that the defendant has also been guilty of 
dishonesty in changing his name from Frederick C. to Charles 
F. Kurtzmann. It appears that while the defendant was christ- 
ened Frederick C. Kurtzmann, he has in the past also used the 
name Charles F. Kurtzmann and has been known to his friends 


and acquaintances as Charles and Charlie, so that I fail to see any 


d:shonest purpose in the present use of that name in his piano 
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business. That question, moreover, I regard as immaterial. The 
important question involved in this action relates to the use of 
the name “Kurtzmann” as applied to the manufacture and sale 
of pianos without reference to the prefix. It is a matter of 
slight importance what initial or christian name may have been 
used with it. 

The defendant contends that the good-will and trade-name 
connected with the business of Christian Kurtzmann did not 
pass by the bill of sale from his executor to the copartnership 
organized under the firm name of C. Kurtzmann in 1886, of 
which copartnership the defendant was a member until 1887, 
While under the decisions of the courts the trade-name would 
pass by bill of sale of all of the property without specific men- 
tion, it is expressly stated in the terms of the bill of sale made 
by the executor of Christian Kurtzmann that the trade-name as 
well as the good-will were transferred. These items of prop- 
erty were of greater value than the other items sold by the 
executor at that time; and the name “Kurtzmann,” with its added 
value since that time, is the item of property now of greatest 
value to the plaintiff, whose ownership has been proved in this ac- 
tion by a clear chain of title. 

The defendant urges that in the conduct of his piano busi- 
ness as above set forth, he is simply exercising his individual 
right to use his own family name. 

The doctrine that every person has the right to use his own 
name honestly in his own business, even though he may thereby 
incidentally interfere with and injure the business of another 
having the same name, is well settled. But, while the right of no 
one can be denied to employ his name in connection with his 
business, or with articles of his own production, so as to show 
the business or product to be his, yet he will not be allowed to 
designate his article by his own name in such a way as to cause 
it to be mistaken for the manufacture or goods of another al- 
ready in the market, or to use his name in such a way as to 
deceive the public into believing that his business is that of an- 
other. Meyer v. Dr. B. L. Bull Vegetable Medicine Co., 58 Fed. 
Rep., 884. 


The authorities are numerous and uniform in confirming 
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and following the rule that an individual may be restrained from 
using his own name where such name constitutes a trade-name, 
and has passed under a sale of good-will, and the name has ac- 
quired a value as a description or designation of a manufac- 
tured article, and the use of it by another is calculated to injure 
the established concern, and to mislead or deceive the public. 
Chas. S. Higgins Co. v. Higgins Soap Co., 144 N. Y., 462; Hier 
v. Abrahams, 82 Id., 519; Colman v. Crump, 70 Id., 573; Devlin 
v. Devlin, 69 Id., 212; Congress & Empire Springs Co. v. High 
Rock Spring Co., 45 Id., 291; Ludwig & Co. v. Claviola Co., 144 
App. Div., 388; De Long v. De Long Hook & Eye Co., 10 Misc. 
Rep., 577; Taensticksfabriks Aktiebolagat Vulcan v. Myers, 139 
N. Y., 364. 

The general rule, derived from the decisions of state, federal 
and English jurisdictions, is stated in 38 Cyc., 809-10, as follows: 
“The right to use a personal name in business, even one’s own, is 
subject to the general rules in regard to unfair competition. A 
man must use his own name honestly and not as a means of 
pirating upon the good-will and reputation of a rival by passing 
off his goods or business as the goods or business of his rival 
who gave the name its reputation and value. No one will be per- 
mitted to use even his own name with the fraudulent intention 
of appropriating the good-will of a business established and 
built up by another person of the same name. While the use of 
one’s own name can not be absolutely enjoined, nevertheless the 
manner of using it may be regulated by injunction.” 


In a recent case, very similar to the case at bar (Chickering 
v. Chickering & Sons, decided February 24, 1903, by Judge Kohl- 
saat in the United States District Court for the Northern District 
of Illinois, 120 Fed. Repr., 69) [vide ante, p. 279], it was held 
that: “While every man has the right to use his own name 
honestly and fairly in his own business, and, so using it, is not 
responsible for resulting confusion with the goods of another 
of the same name, on the other hand he must so use his name 
as not to unnecessarily injure another, nor to produce greater 
confusion than would naturally result from the mere similarity 
or identity of name. He may not dress his goods in a manner 
calculated to enable them to be palmed off on purchasers as those 
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of another.” To the same effect is the decision in the case of 
American Piano Co. v. Knabe Bros. Co., decided in the United 
States circuit court in Ohio, October, 1911. In the case of 
Herring-Hall-Marvin Safe Co. v. Hall’s Safe Co., 208 U. S., 554, 
the United States supreme court by Mr. Justice Holmes said, 
“The original company from 1867 to 1892 was attaching to Hall’s 
safes the reputation that made the name famous and desired. 
Whoever achieved it did so through the medium of the com- 
pany. The good-will thus gained belonged to the company, and 
was sold by it, with all its rights, when it sold out. See Le Page 
Co. v. Russia Cement Co., 51 Fed. Rep., 941, 943. So that the 
question is narrowed to what its rights would have been at the 
present day if it had kept on. The advantage which it would 
have had, and to which the petitioner has succeeded, is that of 
having been first and alone for so long in the field. Some of the 
Halls might have left it and set up for themselves. They might 
have competed with it, they might have called attention to the 
fact that they were the sons of the man who started the business, 
they might have claimed their due share, if any, of the merit in 
making Hall’s safes what they were. White v. Trowbridge, 216 
‘a. St., 11, 18, 22, 

“But they have been at the disadvantage that some names 
and phrases, otherwise truthful and natural to use, would con- 
vey to the public the notion that they were continuing the busi- 
ness done by the company, or that they were in some privity with 
the established manufacture of safes which the public already 
knew and liked. To convey that notion would be a fraud, and 
would have to be stopped. Therefore such names and phrases 
could be used only if so explained that they would not deceive.” 

In Walter Baker & Co. v. Baker, 87 Fed. Rep., 209, a case 
arising in New York state, the court said: “It is said that he 
has not been shown to have deceived any one, or to have instigated 
a deception, but that he has testified that he uniformly asks his 
customers if they want his goods as distinguished from those of 
the complainant. The reply to these suggestions and to this testi- 
mony is that he intentionally uses his name as a manufacturer 
of chocolate in the same way that the complainant and its pre- 
decessors have long been accustomed to use their name as manu- 
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facturers of the same article, and he has thus intentionally pre- 
sented his article to the public under a form of words which 
would naturally lead the purchaser to believe that it was the 
comlainant’s manufacture. The well-known short name by which 
the public styles the article of the complainant is ‘Baker’s Choco- 
late,” and thus the public regards what is presented under that 
name as the complainant’s article, and associates the name with 
a particular factory of long existence and permanence.” 

Among the other federal cases where the question involved 
in the case at bar was discussed, and the rule applicable to the 
case applied, were the following: Bates Mfg. Co. v. Bates Num- 
bering Machine Co., 172 Fed. Repr., 892; Brown Chemical Co. 
v. Meyer, 139 U. S., 540; The Le Page Co. v. Russia Cement 
Co., 51 Fed. Rep., 941; Walter Baker & Co. v. Slack, 130 Id., 
314; Stuart v. F. G. Stewart Co., 91 Id., 243; Collinsplatt v. 
Finlayson, 83 Id., 693. 

The learned counsel for the defendant urges that the de- 
fendant has been engaged in business in the same way as at pres- 
ent since 1887, without any complaint or remonstrance on the 
part of the plaintiff, and that for that reason the plaintiff has now 
lost by its laches the right to the relief demanded in the com- 
plaint. This position is not tenable. It appears by defendant’s 
testimony that during most of the time since 1887 he has sold 
pianos which were marked either “Manufactured by ———-— 
(whether the maker was Lindeman, Baumeister or some other 
maker) for Chas. F. Kurtzmann,” or manufactured by Linde- 
man “Expressly for Chas. F. Kurtzmann.” Some of them bore 
the defendant’s name, without indicating the maker, in the early 
years when his sales were small. It also appears that in 1908, the 
plaintiff acquired all of the capital stock of the “C. F. Kurtz- 
mann Co.,” a corporation organized by defendant to take over 
his retail business, and that thereafter defendant was for a time 
in the employ of plaintiff, and that it is only since that time, 
and comparatively recently, that the defendant has actively under- 
taken to sell pianos marked with his own name under the repre- 
sentation that they are his own manufacture. I do not think, 
therefore, that the plaintiff has lost any of its rights by delay in 
bringing suit, under the facts found and the law applicable to this 
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case. The rule of law disposing of this question is well stated 
in, 38 Cyc., 881, as follows: “In suits for unfair competition or 
infringement it is well settled that mere laches in the sense of 
delay to bring suit does not constitute a defense. Such laches 
may, under some circumstances, bar an accounting for past profits, 
but under no circumstances will it bar an injunction against a 
further continuance of the wrong.” This principle is sustained 
by the courts of all jurisdictions, the leading case upon the point 
being Menendez v. Holt, 218 U. S., 514. 

Let a decree be entered by the plaintiff for the relief de- 
manded in the complaint, with costs. 

The form of the decree, as to the injunctive relief granted, 
will be settled by the court on five days’ notice to defendant’s 
attorney. 


Judgment accordingly. 








